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SEEING THE FULL PICTURE
CAPTURING VALUE THROUGH IP
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An IP journey from
bean to cup: seeing
the full picture

Three case studies on innovation and

capturing value through IP
Watch for value creation insights from a pop
culture phenomenon and practice pointers



“Focus is good, but
focusing on one part leads
to ignoring other parts,

making you separated,
isolated.” — Tonic man




Case Study 1:
Cultivating Beans

Problem to Solve:

* Ensuring the long-term
supply of high-quality
green coffee in the face
of environmental
pressures

(video)



https://youtu.be/tDoMGJkui2c?si=tRU9UMWjBMdqqujZ&t=35
https://youtu.be/tDoMGJkui2c?si=tRU9UMWjBMdqqujZ&t=35

Case Study 1:
Cultivating Beans

Providing seedlings and
advancing agronomy through
Starbucks Farmer Support
Centers

STARBUCKS FARMER SUPPORT CENTERS

® FARMER SUPPORT CENTERS




Case Study 1:
Cultivating Beans

San Isidro — 35 Coffee Hybrid Plant
Variety Protection

* The Plant Variety Protection Act in
the U.S. grants breeders' exclusive
rights to propagate (grow, sell, and
market) a new variety of plant for a
specific period (usually 20-25 years).

* The PVP, which recognizes Starbucks

agronomists, will become the free and
'‘open-source’ gift.

Application for Plant Variety
Protection Certificate
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Case Study 1:
Cultivating Beans

Value creation insight:

Find value in what you share

“Our music ignites the soul and brings
people together.” — Celine

Practice pointer:

Use a lens of proportionality — registration
does not require aggressive enforcement




Case Study 2: Blending Problem to Solve:
The Coffee

Launch a “balanced and
approachable” light-roast
coffee. “Delicious hot or iced,
both with milk and without.
Suited for any brewing
method. Sunny.”
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STARBUCKS

SUNSERA BLEND™
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Blending the |

SUNSERA

Coffee

NOTES OF BRIGHT CITRUS

& TOASTED ALMOND LT

Global protection for
the name



Case Study 2:
Blending the Coffee

Value creation insight:
Capture moments of inspiration

“And now, that duty falls to you. That
victory is within your reach. It is your
voices, your song that will create the
Golden Honmoon.” — Celine

Practice pointer:

Use a lens of strategy — protect what has
value for the business proposition




Case Study 3:
Serving Quality

Problem to solve:

Delivering an iconic cup
worthy of our premium
beverages
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Case Study 3:
Serving Quality

Using the full

intellectual property
toolkit to protect the
iconic Starbucks cup




Case Study 3:

Value creation insight:

Serving Quality

Protecting creations requires hard work
“The world will know you as pop stars,
but you will be much more than that. You
will be Hunters.” — Celine

Practice pointer:

Use a lens of prioritization — develop
robust protection strategies for key assets




Questions

HACIENDA

ALSACIA

Hacienda Alsacia,
Sabanilla, Costa Rica
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Design Strategies for Corporate Growth
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« Background to Design Patents

« Graphical User Interfaces (GUIs)

AGENDA

« Modern Design Protection

© McDonnell Boehnen Hulbert & Berghoff LLP
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Design Patent,
Copyright, Trade Dress



U.S. IP Rights

1. Patent
= Utility Patens
e Design Patent
e Plant Patent
2. Copyright
3. Trademark
e Trade Dress

4. Trade Secret
ol
Iﬂl © McDonnell Boehnen Hulbert & Berghoff LLP
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© McDonnell Boehnen Hulbert & Berghoff LLP

U.S. Design Rights

Patent

Trade
Dress
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Each Design IP Right
Has A Different Policy Aim

In\ ontms

Novel,
Design Patent F Nonsabyious. _15 years Irom Substantially the
Issuance Same
Ornamental

*Applications filed on or after May 13, 2015; those before have 14-year term from issuance.

© McDonnell Boehnen Hulbert & Berghoff LLP
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Design Patent v. Trade Dress

What is protected?

What is required?

© McDonnell Boehnen Hulbert & Berghoff LLP

Overall visual appearance of claimed
design

Claimed design must be ornamental,
new, and not obvious over existing
prior art designs

Source indicator based on appearance
of product

Trade dress must serve as a source
iIdentifier, be distinctive in the
marketplace, be used in commerce,
and must be primarily nonfunctional
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What Do Design Patents Protect?
Eligible Subject Matter
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What Do Design Patents Protect?

* The ornamental (visual) appearance of an article of manufacture

 In the United States, ornamental appearance may refer to:
« Configuration or shape of an article,
« Surface ornamentation applied to an article, or
« Combination of configuration and surface ornamentation

N
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Eligible Subject Matter?




Eligible Subject Matter?
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US Patent No. D000,001
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* Issued: Nov. 9, 1842 , :
* To: George Bruce

* For: Printing Types
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Statutory Requirement for Ornamentality

« 35U.S5.C.8171:

* Whoever invents any new, original and ornamental design for an article of
manufacture may obtain a patent therefor, subject to the conditions and
requirements of this title.

 What does “ornamental” mean?
« Judicially interpreted by United States Court of Customs and Patent Appeals
* Ornamental = not dictated solely by function

« “IW]hen a configuration is the result of functional considerations only, the resulting
design is not patentable as an ornamental design for the simple reason that it is not
‘ornamental’— was not created for the purpose of ornamenting.”

In re Carletti, 328 F.2d 1020, 1022 (C.C.P.A. 1964)
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Non-Eligible Subject Matter

PURELY FUNCTIONAL




Non-Eligible Subject Matter

PURELY ARTISTIC
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© McDonnell Boehnen Hulbert & Berghoff LLP

DESIGN PATENTS MAY
PROTECT EVERYTHING
IN BETWEEN

PURELY FUNCTIONAL
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The Test For Design
Patent Infringement



The Test for Design Patent Infringement
Gorham, As Clarified in Egyptian Goddess (Fed. Cir. 2008)

* In the Eye of an Ordinary Observer:
 “Is the overall appearance of the patented design
 substantially the same as
 the overall appearance of the accused design
* In view of the prior art?”
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The Great Chicago Fire of 1871

125 NASSAT $TNEW YORK

CHICAGCOD 1IN FLAMES.

© McDonnell Boehnen Hulbert & Berghoff LLP



The Test for Design Patent Infringement
Gorham v. White, 81 U.S. 511 (1871)

White’s Accused Design




The Test for Design Patent Infringement
Gorham v. White, 81 U.S. 511 (1871)
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The Test for Design Patent Infringement
Gorham v. White, 81 U.S. 511 (1871)
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The Test for Design Patent Infringement
Gorham v. White, 81 U.S. 511 (1871)

Gorham’s Patented White’s Accused

Design Design
~"

Prior Art

\~
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The Test for Design Patent Infringement
Gorham v. White, 81 U.S. 511 (1871)

Gorham’s Patented White’s Accused

Design Design
~"

INFRINGEMENT

Prior Art
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The Test for Design Patent Infringement
Gorham v. White, 81 U.S. 511 (1871)
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The Test for Design Patent Infringement
Gorham v. White, 81 U.S. 511 (1871)
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The Test for Design Patent Infringement
Gorham, As Clarified in Egyptian Goddess (Fed. Cir. 2008)

* In the Eye of an Ordinary Observer:
 “Is the overall appearance of the patented design
 substantially the same as
 the overall appearance of the accused design
* In view of the prior art?”
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Design Patents Do Not
Protect General Concepts
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Design Patents Do Not Protect General Concepts
Designs May Incorporate Same lIdea without Infringement

U.S. Patent Sep. 14, 1999 Sheet 1 of 3 Des. 413,755

FIGURE 1

© McDonnell Boehnen Hulbert & Berghoff LLP



Design Patents Do Not Protect General Concepts
Designs May Incorporate Same lIdea without Infringement

U.S. Patent Sep. 14, 1999 Sheet 1 of 3 Des. 413,755 ACCUSED DESIGN

FIGURE 1

£l

SAME GENERAL IDEA, BUT NO INFRINGEMENT
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Trade Dress



What Product Does This Bottle Contain?
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Design Patents Can Help
To Secure Trade Dress Rights

Des. 105,529

' LY
Dec. 25,1923, . Des. Aug. 3, 1937. E. KEL
DESIGN. C. J. ROOT es- 63,657 BOTTLE
A. SAMUELSON. o pomma iled Maroh 24, 1957
BOTTLE OR SIMILAR ARTICLE. Filed Feb. . lonz s flereh =
APPLICATION FILED AUG. 18, 1915- ) y F%g]

48,160. Patented Nov. 16, 1915,

]
— I
==

[5

© McDonnell Boehnen Hulbert & Berghoff LLP



Overlapping Design Patent and
Trade Dress Protection

Dec. 25, 1923, c . Des. 63,657

BETTLE

 Design patent and trade dress protection may be
used on the same product design for overlapping
periods of time

* For a new product?

* Likely too soon for trade dress to have acquired
secondary meaning

 File adesign patent application

« After design patent expires?

« |f you can now prove that trade dress has acquired
secondary meaning

 File for trade dress protection

US Registration
Number 1,057,884
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Overlapping Design Patent and
Trade Dress Protection — Case Example

« Am. Bev. Corp. v. Diageo N.A., Inc., 936 F. T—f
Supp. 2d 555,597 (W.D. Pa. 2013)
* The court found Daily’s frozen cocktail pouch \ ‘
not functional in either a design patent or trade

dress sense
« Court noted myriad alternative designs

« Court stated that a design patent is presumptive
proof of nonfunctionality on a claim for trade
dress infringement It
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Graphical User Interfaces (GUIs)
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Background on GUIs



Whatis a GUI?

« A Graphical User
Interface (GUI) allows
users to interact with
graphics appearing on
electronic devices such as
smartphones, tablets, and

netbooks

I | © McDonnell Boehnen Hulbert & Berghoff LLP
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Why are GUIs important?

 Particularly in the age of the Internet of Things, well designed GUIs allow
users to interact with devices without the need for complicated training

« GUIs allow for greater efficiency with less skill

« Functional and ornamental aspects of GUIs both have value and may both
be worth protecting

© McDonnell Boehnen Hulbert & Berghoff LLP
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Why are GUIs worth protecting?



Design Under The Glass

TV Remote Control
US D386,185
(LG Elecs. 1997)
ol
& © McDonnell Boehnen Hulbert & Berghoff LLP
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(LG Elecs. 2016)
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Design Under The Glass
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Design Under The Glass
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Design Under The Glass
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Modern Design Protection
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Design Patents — Why Bother?
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Why Would Anyone Want a Design Patent?

Good designs are valuable

* “When two products are equal in price, function, and quality, the better-looking product
will outsell the other.” — Raymond Loewy, 1929

* Many products are knocked off for their ornamental appearance
» Design patents prevent others from producing substantially similar products or knockoffs

Multiple design patents on a product may provide strong protection
 Itcan be hard to invent around or invalidate a well-planned design patent portfolio

Helpful to have more arrows in your quiver (layered protection)
« Hard, if not impossible, to predict ex ante which IP rights will be most valuable ex post

Faster and less expensive to obtain design patents than utility patents
 Costs of about $2k-5k to prepare and file vs. about $8k-14k for a utility patent application
» Average of about 1.75 years from filing to issuance vs. about 2.5 years for a utility patent

© McDonnell Boehnen Hulbert & Berghoff LLP
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Why Would Anyone Want a Design Patent?
(Continued)

« Ornamentality of a design is a low bar
* In contrast, trade dress lack of functionality is a high bar

« An expired design patent may give rise to trade dress protection
« Butitis not possible to rely on trade dress to develop design patent rights

|t can be easier to prove design patent infringement

 Typically, asking a jury to review and compare a patented design and an accused
product to determine whether the accused product has an overall appearance that is
substantially the same

* Design patent damages
« Section 289 — disgorgement of an infringer’s profits (equitable remedy)

© McDonnell Boehnen Hulbert & Berghoff LLP
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Growth of Design Patents
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U.S. Design Patent Applications Filed
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© McDonnell Boehnen Hulbert & Berghoff LLP
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Source: https://www.uspto.gov/web/offices/ac/ido/oeip/taf/h_counts.htm
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Which companies are applying for
design patents?

« Automakers
e Ford, Hyundai/KIA, Porsche, General Motors

« Apparel Makers
* Nike, Adidas

e Technology Companies
« Samsung Electronics, Apple, LG Electronics, Google

 Consumer Products Manufacturers
* Procter & Gamble, Black & Decker, Colgate-Palmolive

« Home Improvement and Building Products
« Masco Corporation

© McDonnell Boehnen Hulbert & Berghoff LLP
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Design Patents — TROs



Temporary Restraining Orders

« Can be particularly useful when copyists show up at a
trade show with a knockoff product

« Hard to geta TRO based on a utility patent since claim
construction is first needed

» Easier to ask a district court judge for an emergency TRO
since judge just needs to compare design drawings with the
allegedly infringing device

« U.S. District Court in Nevada regularly handles such
requests due to the numerous trade shows that take
place in Las Vegas

» Future Motion owns U.S. Patent Nos. 9,101,817 and
D746,928 (image right)

» Future Motion was able to obtain a TRO patent on its D’928
patent to have Federal Marshals confiscate knockoffs at CES
In 2016

I | © McDonnell Boehnen Hulbert & Berghoff LLP
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Takeaways

» Design patents can be a useful and valuable addition to a company’s IP
portfolio

» Design patents can be obtained not only for physical products, but also for
graphical user interfaces (GUISs)

« Temporary restraining orders (TROs) are typically easier to obtain for
design patents than utility patents, particularly in emergency situations

© McDonnell Boehnen Hulbert & Berghoff LLP
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CONSIDERATIONS FOR FILING AND
PROSECUTING U.S. PATENT

APPLICATIONS
October 8, 2025

Jennifer J. Chheda, Ph.D.
Korea-U.S. IP Forum Partner, New York




DISCLAIMER

Any presentation by a Jones Day lawyer or employee should not be
considered or construed as legal advice on any individual matter or
circumstance. The contents of this document are intended for general
information purposes only and may not be quoted or referred to in any
other presentation, publication or proceeding without the prior written
consent of Jones Day, which may be given or withheld at Jones Day's
discretion. The distribution of this presentation or its content is not
intended to create, and receipt of it does not constitute, an attorney-
client relationship. The views set forth herein are the personal views

of the author and do not necessarily reflect those of Jones Day.

ATTENTION
PLEASE'!
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AGENDA

Types of Prior Art & Exceptions

Double Patenting

Doctrine of Equivalents




ONE TYPE OF PRIOR ART & EXCEPTIONS (35 U.S.C. § 102(A)(1) & (B)(1))

- Type of Prior Art: Before the effective filing date of the claimed invention, the claimed invention was:
— Patented,
— Described in a printed publication,
— In public use,
— On sale, or
— Was otherwise available to the public (see 35 U.S.C. § 102(a)(1))

« Exception to Prior Art: Disclosure made 1 year or less before the effective filing date of the claimed
invention is not prior art to the claimed invention if:

— An inventor made the disclosure, or the disclosure was made by another who (directly or indirectly)
obtained the subject matter from the inventor; or

— Before the disclosure, the subject matter was publicly disclosed by the inventor or another who (directly or
indirectly) obtained the subject matter disclosed from the inventor (see 35 U.S.C. § 102(b)(1))

D



SECOND TYPE OF PRIOR ART & EXCEPTIONS (35 U.S.C. § 102(A)(2) &
(B)(2))

« Type of Prior Art: Claimed invention was described in an issued U.S. patent or a published U.S. patent
application or PCT patent application designating the U.S., which patent or patent application publication:

— Names another inventor, and

— Was effectively filed before the effective filing date of the claimed invention. (See 35 U.S.C. § 102(a)(2).)
« Exception to Prior Art: Disclosure is not prior art to claimed invention if:

— Disclosed subject matter was (directly or indirectly) obtained from the inventor

— Disclosed subject matter, before the subject matter was effectively filed, was publicly disclosed by either
(a) the inventor, or (b) another who (directly or indirectly) obtained the subject matter disclosed from the
inventor

— Disclosed subject matter and the claimed invention, not later than the effective filing date of the claimed
invention, were owned by the same person or subject to an obligation to assign to the same person (see
35 U.S.C. § 102(b)(2))

D



COMMON OWNERSHIP: JOINT RESEARCH AGREEMENT (35 U.S.C. §
102(C))

« Deemed owned by the same person or subject to an obligation to assign to the same
person if:

— Disclosed subject matter was developed and the claimed invention was made by, or
on behalf of, a party to a joint research agreement in effect before the effective filing
date of the claimed invention

— Claimed invention was made as a result of activities undertaken within the scope of
the joint research agreement

— Application includes the names of the parties to the joint research agreement

D



TWO TYPES OF DOUBLE PATENTING

« Same Invention or Statutory Double * Non-statutory (or Obviousness-Type) Double
Patenting: Patenting:
— Claim in one patent/patent application and the — Subject matter of a claim in a patent/patent
claim in another patent/patent application are application is different, but not patentably
drawn to identical subject matter distinct, from the subject matter claimed in

— Basis is found in 35 U.S.C. § 101: “Whoever another patent/patent application

invents or discovers any new and useful
process, machine, manufacture, or composition
of matter, or any new and useful improvement
thereof, may obtain a patent therefor. . .”

(Emphasis added to 35 U.S.C. § 101)




REQUIREMENT FOR DOUBLE PATENTING

* At least one common inventor

between one patent/patent
application and another
patent/patent application

At least one common
applicant or common owner
between one patent/patent
application and another
patent/patent application

* No common assignee,
common owner, or common
inventor but subject to
applicant established joint
research agreement

US007846442B2

United States Patent

(12) (10) Patent No.: US 7.846.442 B2
Feldmann et al. (45) Date of Patent: Dec. 7, 2010
(54) METHODS OF TREATING RHEUMATOID 7,138,118 B2* 11/2006 Le etal. .- . 424/145.1
ARTHRITIS WITH AN ANT NF-ALPILA 2002/0010180 Al 1/2002 Feldmann et al.
ANTIBODIES AND METHOTREXATE 2002/0068057 Al 6/2002 Feldmann et al
2002/0136723 Al 9/2002 Feldmann et al.
(75) Inventors: Marc l«'uldr?r‘uln, London (GB): 2004/0228863 Al 11/2004 Teldmann et al
RGeS Wb R Lenelom (Siz)) 2006/0099212 A1 5/2006 Feldmann et al
(73) Assignee: The Mathilda and Terence Kennedy
Institute of Rheumatology Trust
London (GB) FOREIGN PATENT DOCUMENTS
(*) Notice: Subject to any disclaimer, the term of this AU ,\.?iq'm g? 2':':):)l
patent is extended or adjusted under 35 AU )_"17623 '1"_”)‘
U.S.C. 154(b) by 750 days. AL 93/51522 10/1993
1997/021229 2/1997
(21)  Appl. No.: 11/225,631 2003/264629 12/2003
2021369 Al 1/1991
(22) Filed: Sep. 12, 2005 40 06 269 Al 81991
N 940 244 A Ins10RT
US006270766B1
.
a2 United States Patent 0y Patent No.: US 6,270,766 B1
Feldman et al. (45) Date of Patent: Aug. 7, 2001
(54) ANT ¢ ANTIBODI Borigini, M.J., and Paulus, H.E., “Combination Therapy,”
METHOTRE - IN THE TRE. T OF Bailliere’s Clin. Riteum. , 9(4):689—710 (1995).
ARTHRITIS AND CROHN’S DISEASE Kalden, J.R., and Manger, B., “Biologic Agents in the
Treatment of Inflammatory Rheumatic Discases,” Curr
(75) Inventors: Marce Feldman, Highgate; Ravinder N. Opin. Rhewmn., 9:206-212 (1997).
Maini, London, both of (GB) Kavanaugh, A, et al. nti—TNF—a Monoclonal Antibody
. . N (MmAB) Treatment of Rheumatoid Arthritis (RA) Patients
(73) Assignee: The Kennedy Institute of With Active Discase On Methotrexate (MTX); Resulis of a
Rheumatology, London (GB) Double—Blind, Placebo Controlled Multicenter ‘Irial,” Art/.
. . o o o Rheum., 39(Suppl.9): 1822 (Oct. 1996), Abstract 575.
(") Notice:  Subject to any disclaimer, the term of this Horneff, G., et al, “Elevated levels of circulating tumor
pau\:n! is extended or adjusted under 35 necrosis factor—a, inteferon—y, and interleukin—2 in sys-
U.S.C. 154(b) by 0 days. temic reactions induced by anti—CIDD4 therapy in patients
with rheumatoid arthritis”, Cytokine, 3(3):266-247 (1991).
(21) Appl. No.: 08/690,775 Brennan, F., et al., “Inhibitory effect of Foo antibodies on
I synovial cell interleukin—1 production in rheumatoid arthri-
(22) Filed: Aug. 1, 1996 The Lancet, 2(8657):244—247 (1989).
. " " Steinbruchel, D. al., “Monoclonal antibody treatment
Related U.S. Applicat Dat PP ’ ’ g . . B
elate ppiication Lata (anti—CD4 and anti—in cukin—2 receptor) combined with
(62) Continuation-in-part of application No. 08/607,419, filed on cyclosporin A has a positive but not simple dose—dependent

Feb. 28, 1996, now abandoned, which is a continuation-in- effect on rat renal allograft survival”, Scandinavian J. Tnm-
part of application No. PCT/GB94/00462, filed on Mar. 10, nol., 34(5):627-633 (1991).
1994, which is a continuation-in-part of application No. Breedveld, F., et al., “Anti—CD4 antibodies in rheumatoid

8/40)3,78: ed as a i i . PCT/GBO: 2 N N

?;if' (::’7;:‘;)'1 ::(:V "1',.‘[:”;\}:, ‘2‘1,:; lN;)sé; Cwlllfl?lt;(:j/:lf:_:zll:n(:: arthritis™, Clinical and Experimental Rheumatology,
ation-in-part of application No. 07/958,248, filed on Oct. 8, —326 (1992). . . .
1992, now abandoned. . et al, “TNFa—a pivotal role in rheumatoid
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GOAL & RATIONALE FOR NON-STATUTORY TYPE DOUBLE PATENTING

* Primary Goal: “[P]revent an unjustified « Public Policy: “The public should . . . be
timewise extension of patent exclusivity able to act on the assumption that upon
beyond the life of a patent” (Allergan USA, expiration of the patent it will be free to use
Inc. v. MSN Lab’ys Priv. Ltd., 111 F.4" not only the invention claimed in the patent
1358, 1367 (Fed. Cir. 2024)) but also any modifications or variants

thereof which would have been obvious to
[a POSA] ... atthe time the invention was

made” (/In re Zickendraht, 319 F.2nd 225,
232 (CCPA 1963))

84‘]%



NON-STATUTORY DOUBLE PATENTING ANALYSIS

« Construe the claims in the challenged patent/application and

iz L Sl e e reference patent/application and determine the differences

Do the differences render the claims in the challenged
Step 2: Patentably Distinct? patent/application patentably distinct from the claims in the
reference patent/application?

JORES
DAY
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OPTIONS FOR OVERCOMING DOUBLE PATENTING

« Statutory Double Patenting:  Non-statutory Double Patenting:

— Claim Amendments — Non-obviousness or Improper Reference

_ Cannot Use Terminal Disclaimer Patent/Patent Application Arguments

— Safe Harbor

— Claim Amendments

— Terminal Disclaimer




SAFE HARBOR UNDER 35 U.S.C. § 121

 Immunization from Non-statutory « Examples of Situations Where Safe
Double Patenting: Harbor Does NOT Apply:
— USPTO issued a Restriction — Applicant voluntarily restricts two or more
Requirement requiring the election of one Inventions

invention and the restriction requirement
was not withdrawn

— Claims in divisional application are not
consonant with the restriction
requirement by the examiner




TERMINAL DISCLAIMER (37 C.F.R. § 1.321)

 Disclaims terminal « Canresultin « May be filed during « Patentis

portion of term of a significant patent litigation — BUT enforceable during
given patent so as term loss must be filed the period that the
not to extend the before the patent is

commonly owned
with the reference
application/patent

expiration of the
reference patent

term beyond the
term of the
reference patent

| JONES



TERMINAL DISCLAIMER & PATENT TERM IMPLICATIONS

« Patent Term Extension (PTE) « Patent Term Adjustment (PTA)

— The patent expiration date used for non- — The patent expiration date used for non-
statutory double patenting analysis is the statutory double patenting analysis is the
date before PTE is added (Novartis AG date after PTA has been added (/n re
v. Ezra Ventures LLC, 909 F.3d 1367 Cellect, LLC, 81 F.4" 1216 (Fed. Cir.

(Fed. Cir. 2018)) 2023))




ALLERGAN USA, INC. V. MSN LAB’YS PRIV. LTD., 111 F.4TH 1358 (FED.
CIR. 2024)

r --------- ‘
° ——: °
358 Appl: I *356 Patent 487 Days PTA
Mar. 14.$ E June 22. 2010 | Jupe 24, 2026 Challenged patent
° ( o ®
i ; No PTA Reference patent
011 Appl. : '011 Patent
July 189, 2010 | Jan. 1.2013 |
e i
@ —@®— 1@ o r1A Reference patent
709 Appl. | 709 Patent |
Nov. 30, 2012 1 Dec.17. 2013 J'

E.rpirnliun without PTA
Mar. 14. 2025

“[A] first-filed, first-issued, later-expiring claim cannot be invalidated by a later-filed,
later-issued, earlier expiring reference claim having a common priority date.” (/d. at 1369) ‘ ]ONES

DAY



INFRINGEMENT

« Literal Infringement * Doctrine of Equivalents (DOE)
— An accused product or process contains — Under the doctrine of equivalents, a claim
each and every element of a patent limitation not literally met may be
claim. (Cross Med. Prods., 424 F.3d at satisfied by an element of the accused
1310 (Fed. Cir. 2005)) product or process if the differences

between the two are “insubstantial” to
one of ordinary skill in the art. (Warner-
Jenkinson Co., Inc. v. Hilton Davis Chem.
Co., 520 U.S. 17, 40 (1997))

91‘]%“&



Insubstantial Differences
Inquiry

Application

DOCTRINE OF EQUIVALENTS (DOE)

Determine whether the element in the accused product or process
“performs substantially the same function in substantially the same way to
obtain the same result” as the claim limitation. (Warner-denkinson, 520 U.S.
at 38)

“[A]pplied to individual elements of the claim, not to the invention as a
whole” (Warner-Jenkinson, 520 U.S. at 29)

(1) Cover product or method which would render the claim obvious over
prior art; and (2) Allow the patentee to recapture through equivalence
coverage given up during prosecution.

JORES
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PROSECUTION HISTORY ESTOPPEL

Surrender of subject matter resulting from arguments or amendments during prosecution;
DOE may not reach surrendered subject matter

To invoke argument-based estoppel, the prosecution history must evince a clear and unmistakable
surrender of subject matter (Amgen Inc. v. Coherus BioSciences Inc., 931 F.3d 1154, 1159-60 (Fed. Cir. 2019))

Prosecution history estoppel provides a legal limitation on the application of doctrine of equivalents
by excluding the equivalent subject matter surrendered during prosecution




CONSIDERATIONS FOR U.S. PATENT APPLICATIONS

Translations

Filing Strategy

Claiming Strategy

Statements During Prosecution

- Related Patents/Applications Naming a Common Inventor and/or Having a Common
Assignee/Owner

- Joint Research Agreements

D



CONTACT INFORMATION & BIO

Jennifer J. Chheda, Ph.D.
Partner

New York

Phone: (212) 326-3886

Email: jjchheda@jonesday.com

Dr. Jennifer Chheda has more than 25 years of
experience in procuring and enforcing patents relating
to biologics and small molecules. Jennifer's experience
also includes patentability, invalidity, noninfringement,
freedom-to-operate, and inventorship analyses and
conducting due diligence for potential investors,
acquirers, and licensees. Jennifer has coordinated
worldwide litigations and invalidation proceedings to
ensure consistency between the litigations and
proceedings. She has provided strategic advice
regarding invalidity and infringement contentions.
Jennifer has also provided strategic advice to clients
regarding PTAB and other post-grant proceedings. Her
scientific background is an asset in working with
experts to develop reports and to prepare them for
depositions and trial. In addition, Jennifer has drafted
and negotiated IP agreements and provided IP advice
in the context of M&A transactions.
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2025
Korea-US IP Forum

October 8, 2025 | Korean Cultural Center New York, USA )
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The #1 Job-Creating Investor in the U.S.

Exhibit 9a | 2024 Top 10 Country from, Reshoring (of those reporting
country from) + FDI

Rank by Average % of Total

Jobs Country Jobs Cases | Jobs/Case Jobs*
1 South Korea 17,909 36 497 20%
2 Germany 10,045 72 140 11%
3 Canada 9,797 48 204 11%
4 Japan 6,483 62 105 7%
5 France 5,063 17 307 6%
6 China 4,933 45 110 5%
7 Australia 4,118 14 305 5%
8 Taiwan 4,095 18 226 5%
9 Switzerland 3,518 27 130 4%
10 United Kingdom 3,327 24 139 4%

CRS

cxhibit 9b | 2025* Country from, Reshoring (of those reporting country
from) + FDI
| F' Rank by Average | % of Total
‘ 1 Jobs Country Jobs Cases | Jobs/Case Jobs
1 South Korea 24,444 48 509 31%
2 China 10,280 52 199 13%
3 Germany 8,364 75 111 11%
4 France 5,160 48 108 7%
5 Ireland 4,200 6 700 5%
6 Japan 4,200 30 140 5%
7 India 4,020 24 168 5%
8 Canada 3,720 42 89 5%
9 Italy 2,256 24 94 3%
10 Luxembourg 2,148 12 179 3%

*Projected from Q1 data

2024 Annual Report



https://reshorenow.org/june-9-2025/
https://www.congress.gov/crs-product/IF10733
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Miracle on the Han River, 70 Years Later
Gross National Income (GNI) Per Capita
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Democratic reforms:
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elected president
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LG Electronics
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1952 1956 1960 1964 1968 1972 1976 1980 1984 1988 1992 1996 2000 2004 2008 2012 2016

Source: Maddison Historical Statistics Project, U.S. Global Inveslors

Devnet — Part 1 — South Korea has set an example for developing countries in the world
Wikimedia Commons



https://www.other-news.info/devnet-south-korea-has-set-an-example-for-developing-countries-in-the-world-1/
https://www.other-news.info/devnet-south-korea-has-set-an-example-for-developing-countries-in-the-world-1/
https://www.other-news.info/devnet-south-korea-has-set-an-example-for-developing-countries-in-the-world-1/
https://www.other-news.info/devnet-south-korea-has-set-an-example-for-developing-countries-in-the-world-1/
https://www.other-news.info/devnet-south-korea-has-set-an-example-for-developing-countries-in-the-world-1/
https://commons.wikimedia.org/wiki/File:GDP_history_Since_1950_~_2016.png
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GDP per person, $'000 at PPP*, 2017 prices
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*At purchasing-power parity

By one measure of living standards, South Korea has overtaken Japan

Korea Has Already Passed Japan in Per Capita GDP



https://www.economist.com/graphic-detail/2022/02/01/by-one-measure-of-living-standards-south-korea-has-overtaken-japan
https://toyokeizai.net/articles/-/537393

South Korea’s GDP per capita has overtaken Japan
(Current prices, in dollars)
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Source: International Monetary Fund

Japan shouldn’t care that South Korea has higher GDP per capita

S. Korea’s GNI per capita surpasses Japan for first time, ranks 6th among

countries with 50m+ people



https://asia.nikkei.com/Opinion/Japan-shouldn-t-care-that-South-Korea-has-higher-GDP-per-capita
https://asia.nikkei.com/Opinion/Japan-shouldn-t-care-that-South-Korea-has-higher-GDP-per-capita
https://www.chosun.com/english/national-en/2024/06/06/QVT4O3CZYZFM7OCW7R2ZFPMFEA/
https://www.chosun.com/english/national-en/2024/06/06/QVT4O3CZYZFM7OCW7R2ZFPMFEA/
https://www.chosun.com/english/national-en/2024/06/06/QVT4O3CZYZFM7OCW7R2ZFPMFEA/
https://www.chosun.com/english/national-en/2024/06/06/QVT4O3CZYZFM7OCW7R2ZFPMFEA/

Figure 2.5 Private R&D Intensity
Business-funded R&D as a percent of GDP

4.0%
s Orea
3.5% /—--i
3.0% — Taiwan
2.5% s Japan
2.0% : — "54 e U nite
1.5% = S States
s Germany
1.0% - -
0.5% I s _hina
0.0% +—4—4—"-+4+—-+4+ -+ -+ -+ttt 44 F—F—F—F—F—F—F—4—+— =—OECD
1992 1994 1996 1998 2000 2002 2004 2006 2008 2010 2012 2014 2016 2018 2020
R FIENT Y |~ . xxXTrY 1 1 . 1
Figure 2.4 Public R&D Intensity
Government R&D as a percent of GDP
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U.S. R&D and Innovation in a
Global Context: The 2023 Data

Update



https://www.aaas.org/sites/default/files/2023-05/AAAS Global RD Update April 2023.pdf
https://www.aaas.org/sites/default/files/2023-05/AAAS Global RD Update April 2023.pdf
https://www.aaas.org/sites/default/files/2023-05/AAAS Global RD Update April 2023.pdf
https://www.aaas.org/sites/default/files/2023-05/AAAS Global RD Update April 2023.pdf

Figure 1 The GII dynamo: the top 15 innovators, 2021-2025
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Mote: Changes in methodology and variations in data availability may affect the year-to-year comparison of GILrankings.
The GII model undergoes periodic refinements, which should be a consideration when interpreting longitudinal
performance trends.

Source: Global Innovation Index Database, WIPO, 2025,


https://www.wipo.int/pressroom/en/articles/2025/article_0009.htmlhttps:/www.wipo.int/pressroom/en/articles/2025/article_0009.html

Figure 1 Top 10 innovation clusters, and their footprint, 2025

Global share of Global share of PCT Global share of VC
Rank Cluster name publications filings deals
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Source: WIPO Statistics Database, May 2025.


https://www.wipo.int/en/web/global-innovation-index/2025/innovation-clusters

The 2024 IMD World Digital
Competitiveness Ranking

) Singapore 100.00
02 Switzeriand 93.15
03 Denmark I 91.99
04 USA I 91.31
05 Sweden | 90.42
06 Korea Rep. | 88.62
07 Hong Kong SAR | 83.11
08 Netherlands | 87.03
09 Taiwan (Chinese Taipei) [ HENEGNINININGNGNGGEGGG 86.33
10 Norway | 84.58
11 UAE I 84.06
12 Finland | 83.57
13 Canada | 83.16
14 China | 82.59
15 Australia | 81.24
16 lsrael ] 80.75
17 Ireland | 80.34
18 United Kingdom I 78.21
19 lceland | 78.18
20 France | 76.58



https://www.imd.org/centers/wcc/world-competitiveness-center/rankings/world-digital-competitiveness-ranking/
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https://www.fdiintelligence.com/content/25730519-9cbb-4f19-ab89-ad1e21510339

WIPO IP Indicators 2024

Patent applications

The IP office of the US attracted the most non-resident applications in 2023 - more than
twice as many as China

1.2. Patent applications at the top 10 offices, 2023
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https://www.wipo.int/publications/en/details.jsp?id=4756

WIPO IP Indicators 2024

Patent applications filed abroad

US applicants have filed the most patent applications abroad every year for the past

decade
1.4. Patent applications filed abroad by the top 10 origins, 2023
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https://www.wipo.int/publications/en/details.jsp?id=4756

WIPO IP Indicators 2024

Patent applications and grants

A17. Patent applications for the top 20 origins, 2023 A21. Patent grants for the top 20 origins, 2023
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https://www.wipo.int/publications/en/details.jsp?id=4756

IP Indicators 2024

Resident patent applications per USD 100 billion GDP for the top 20 origins, 2013 WIPO

and 2023
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https://www.wipo.int/publications/en/details.jsp?id=4756

WIPO IP Indicators 2024

KIPO is one of the IP5 Offices

Trend in patent applications for the top five offices, 1883-2023
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https://www.wipo.int/publications/en/details.jsp?id=4756
https://www.fiveipoffices.org/

WIPO [P Indicators 2024
BS. Trend in trademark applications for the top five offices, 1883-2023
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Note: Data are based on the numbers of applications filed; that is, differences between single-class and multi-class filing
systems across IP offices are not taken into account. The top five offices were selected based on 2023 application totals.
Source: WIPO Statistics Database, August 2024.


https://www.wipo.int/publications/en/details.jsp?id=4756

WIPO IP Indicators 2024
B14. Trend intrademark registrations for the top five offices, 1883-2023
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Note: Data are based on the numbers of registrations recorded; that is, differences between single-class and multi-class
registration systems across IP offices are not taken into account. The top five offices were selected based on 2023

registration totals.
Source: WIPO Statistics Database, August 2024.


https://www.wipo.int/publications/en/details.jsp?id=4756

B30. Resident trademark application class count per USD 100 billion GDP for selected WwIPO
origins, 2013 and 2023

IP Indicators 2024
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https://www.wipo.int/publications/en/details.jsp?id=4756

WIPO IP Indicators 2024

Design applications

The office of China had the highest filing activity in 2023
3.3. Application design counts for the top 10 offices, 2023
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https://www.wipo.int/publications/en/details.jsp?id=4756

WIPO IP Indicators 2024

C8. Trend in industrial design applications for the top five offices, 1883-2023
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Note: The decrease in applications at the IP office of China in 2017 is most likely explained by the new way in which that
office counts applications data. Starting from 2017, China's application count data include only those applications for
which the necessary application fees have been paid. EUIPO is the European Union Intellectual Property Office. Data are
based on the numbers of applications filed; this means that differences between single-design and multiple-design filing
systems across IP offices are not taken into account. The top five offices are selected based on 2023 totals.

Source: WIPO Statistics Database, August 2024.


https://www.wipo.int/publications/en/details.jsp?id=4756

C26. Resident application design count per USD 100 billion of GDP for the top 20 origins,
2013 and 2023
WIPO

IP Indicators 2024
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https://www.wipo.int/publications/en/details.jsp?id=4756

Korean IP Law as a Hybrid System of
Civil Law and Common Law

» Bifurcated Litigation

]OPQEU | (\n‘g ]—<]1~a12\u Ian eefense

" ——— B
» Judge-Driven Process

K-discovery system US-influenced court-controlled
* Adversarial elements

civil law common law



* Remedies

« Likelihood of success, Irreparable harm, Balance of hardships, Public interest
“necessity of preservation”

* Punitive (treble, quintuple) Damages
» Criminal sanctions
* Hybrid principles
 Inventive step ]OI. :,, . non-obviousne§s
 Judge-made Doctrine of NG -o S One Fli’]f‘fi %ﬂd\ﬁiﬂiﬂﬁpan
prosecution history estoppdl. gticart|bar

« Copyright Law: List of permitted uses, fair use provision
moral rights (right to integrity, right of attribution
general clause in the Unfair Competition Prevention Act gateway for
incorporating various common law doctrines through judicial interpretation
codified into statutory law

blend civil law common law

civil law common law Korea’s hybrid IP system global
harmonization of IP law
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IP AND KOREA
IP UNDER TRUMP ADMINISTRATION
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1. IP AND KOREA

IP UNDER TRUMP ADMINISTRATION

CORPORATE’S IP STRATEGY




Korea’s IP Status

= )
S5%

y Korean Intellectual
Property Office




IP Lifecycle

IP R&D, Patent Big-data Analysis IP-backed Financing / Guarantee / Investment

| 5%



KIPO’s Policy Focus

IP financing volume in Korea to KRW 12 M Integration of the Presidential Council on Intellectual Property
tr|II|on (USD 8.7 billion) to help SMEs and startups with KIPO

[ promising technologies by analyzing patent big B Accelerated examination
data

m create standard essential Bl Hired experts in fields as examiners
patents

m |

ONES




Recent Legislative Updates

H Identical or similar marks =
holder of the earlier registered (or filed) trademark gives
consent

investigative authority for Technology Police to all
stages of trade secret crimes

2
sentencing guidelines increased from 9yrs to 12yrs

Bl Punitive damages increased 5X actual loss

H Cap on Extension Duration: 14 years |

[ | export activities are also subject to injunctions and

H Limit: One patent extension damages

]ONES




IP AND KOREA

2. IP UNDER TRUMP ADMINISTRATION

CORPORATE’S IP STRATEGY




Trump Administration - Pro-Patent Policy

Hl America First Trade Policy

intellectual property rights M Lutnick: Holds approximately 400 patents
conferred upon PRC persons

H Squires: Former Goldman Sachs Chief IP Counsel;

l PERA Section 101 [ | ~800K — ~650K by FY 2028

Il PREVAIL Hl Hiring 1,100 patent examiners

Tightens PTAB B Al tools for examiners

Il RESTORE
Injunction

‘ ]ONES




Potential Threats to Foreign Companies

H Patent holders pay 1%-5% of patent’s appraised value annually

Extent of reliance on expert testimony, Settled expectations of

. . . . LB H Feasibility under review
parties, Economic, public health, or national security interests

H Settled Expectations - older than 6 years
|

H Flexible Patent eligibility in Al/Software
H Firing Register of US Copyright Office

]ONES




IP AND KOREA

IP UNDER TRUMP ADMINISTRATION

3. CORPORATE’S IP STRATEGY




Leverage IP

Exchange

l
Monopoly s

—»

Annual benefits

ONES
AL




Leverage IP (cont’d)

P — — — — —

-~

Optimized

patent portfolio




Responding to
Competitors’ Core
Patents

Securing a Strong and
Robust IP Portfolio

Analyzing IP information to
establish R&D directions and
shape business strategies

Proposing new Developing new

R&D Directions Business Strategies

‘ ]ONES



Anti-Counterfeiting Measures

Strengthening Supply
Chain Security
Measures
Implementing Advanced
Anti-Counterfeiti
‘l’ochm;:;los o 02 05
heni
consaropery | OF 06
Protection

Partnering with E-
Commerce Platforms to
Combat Counterfeiting

Consumer
Education

Strengthening Legal
and Regulatory
Measures



Premium Patent by KIPO ~ Strong and Robust Patent by USPTO

@ Involves innovative technologies with potentially high economic values
@® Ensures broad exclusive rights, and be valid and clear to third parties

©® Be legally stable
@ Produce profit (i.e. can be converted into monetary value)

Enhance the quality of research outcomes by Improve the quality of patent applications made Refine examination services,

linking ’ by companies, research institutes, patent law ’ thereby to transform innovative technologies
the R&D with patents firms. into Premium Patents
N
D
Facilitating the commercialization and ‘ Improve the trial system to enhance the legal
export of products based on the Premium Patents stability of patent rights

to generate economic value

Establish a stronger foundation for IP enforcement that ensures the true value of IP is properly recognized and protected.



IPis...

Not needed immediately
Essential when problems arise

Hard to recognize true value




Dreaming the Future with
Boundless Imagination

>

Ministry of
Intellectual Property
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ABOUT THE KFTC

v" Established in 1981

v'Organization : Chairman, Vice-Chairman, 3

standing commissioners, 4 non-standing
commissioners and Secretariat with specialized
bureaus such as Competition Policy, Consumer

Policy, Cartel, Business Group, etc.)

-~
-~
=y

YW IR

!
R
¢
S
%

oy
Ly J

v'5 Regional offices across Korea

v"Number of Staffs : 647 — 800 (?)




MAIN LAWS UNDER THE KFTC

Competition

Consumer
Protection

Fair Transactions in Subcontracting Law
Fair Transactions in Large Retail Business Law
Fair Franchise Law Transactions Act

Framework Act on Consumers

E-commerce Consumer Protections Act

Act on Door to Door Sales

Act on Fair Labelling and Advertising

Act on the Regulation of Terms & Conditions
Installment Transactions Act

Product Liability Act

Consumer Cooperatives Act




MAIN CONTENTS OF MRFTA
v Prohibition of Abuse of Market Dominant Position (Article 5)

v'Anti-competitive M&A (Article 9)

v"Some business practices of large business groups (Article
17~306)

v'Cartel(Article 40~41)
v'Unfair Trade Practices(Article 45)

* Unfairly rejecting a transaction, Unfairly discriminating against the other party to a transaction, Unfairly
excluding a competitor, Unfairly enticing a competitor's customer, Unfairly forcing a competitor's
customer to make transactions, Unfairly disrupting business activities of other business entities

v Resale Price Maintenance(Article 49) Dax



EXEMPTION OF MRFTA
(1) Article 116 : Legitimate Acts under Statutes or Regulations

2 Article 117 : Exercising Intangible Property Rights

* This Act shall not apply to any act that is deemed the legitimate exercise of any right under
the Copyright Act, the Patent Act, the Utility Model Act, the Design Protection Act, or
the Trademark Act.

(3 Article 118 : Acts of Specified Associations

D



APPLICATION OF THE MRFTA TO THE ABUSE OF INTELLECTUAL
PROPERTY RIGHTS

(Q) Is it impossible to apply the MRFTA to all acts involving intangible intellectual
property rights?

(A 1) No, Even in the exercise of intellectual property rights, the MRFTA applies
when a patent holder abuses their patent to restrict competition in the
relevant market.

(A 2) Guidelines for the Review of Unfair Exercise of Intellectual Property Rights
(August 30 2000~)

D



GUIDELINES FOR THE REVIEW OF UNFAIR EXERCISE OF
INTELLECTUAL PROPERTY RIGHTS(1)

v Purpose

* Regulate unfair acts in exercising IPRs that restrict market competition or harm
consumer interests.

» Clarify the application of the MRFTA
v Scope

» Applies to all types of intellectual property rights, including patents, utility models,
designs, and trademarks.

« Excludes legitimate exercise of rights that does not restrict competition

D



GUIDELINES FOR THE REVIEW OF UNFAIR EXERCISE OF
INTELLECTUAL PROPERTY RIGHTS(2)

v Abuse of Market Dominance

— When a patent holder abuses exclusive rights to exclude competitors or block market entry.
v" Violation of FRAND Terms

— For Standard Essential Patents (SEPs), requiring licenses without adhering to Fair, Reasonable,
and Non-Discriminatory (FRAND) conditions.

v" False Information / Unfair Litigation
— Filing lawsuits to pressure competitors or withholding key information to hinder defense.
v" Indirect Abuse through Rights Transfer
— Transferring rights to third parties (e.g., patent assertion entities) to indirectly restrict competition.

v Unfair Licensing Conditions

* Including clauses in license agreements that restrict competition, such as grantbacks or
package licensing

D



SANCTIONS AGAINST ABUSIVE BEHAVIOR OF IPRS
v'Corrective Measures

— Cease and desist orders
v' Structural Remedy

— The USA ~ VYes, Korea 7
v Surcharge

— Abuse of Market dominant position : Up to 6% of the relevant domestic sales
revenue

— Unfair Trade Practices : Up to 4% of the relevant domestic sales revenue

— Cartel (e.g. Pay for delay) : Up to 20% of the relevant domestic sales revenue

D




QUALCOMM CASE (2016)

| 5%



Thank You
ONEY v ; ' 1
] Dﬁ O ER N9 dwide

@ kimskftc@koreakr | S +1-202-285-5007



2025
Korea-US IP Forum

October 8, 2025 | Korean Cultural Center New York, USA )

f % K-ipcare
Korean Intellectual (| || Embassy of I I i { KI I RO
. \\ | | the Republic of korea O I p a
Property Office /// in the USA i — g PCT Korea Cent
U.S. Capital IP Center ' QTea Laltps

N_SA AN

DA



2025 Korea-US IP Forum

Introduction to
KOIPA U.S. Capital IP Center

ot X| AT, EH T A S AME p.c. IPME] 7Y

Sunghye Oh (23573il), Director / Managing Attorney at the U.S. Capital IP Center

K-ipcare

IIII I(C)I a | U.S. Capital IP Center
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Korea Intolloctual

Ten wide-area IP
Centers are
operational in 8
countries, covering
40 countries
worldwide.
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U.S. Capital IP Center Services

1) Assistance with Intellectual Property Rights (X 21X £t A= X[ )
- Providing assistance by phone, e-mail, drop-in or local visitation for concerns regarding

acquisition and protection of U.S. IP rights

- Providing initial response guidelines for businesses that have been sued or received a

court summons in the U.S.

2) Information Services (4 2HZ)

- Providing information related to IP laws and holding seminars/instructional sessions
concerning IP rights

- Collecting up-to-date information regarding current U.S. IP litigation trends to help
prevent and avoid potential conflicts (Monthly Newsletters)

- Monitoring of national and international industries and related patent activity to
identify and predict potentially problematic patents, and to provide early warnings for
potential conflicts

- Creating a database of U.S. attorneys to be utilized by small businesses that may lack

JONES
5

access to such information




U.S. Capital IP Center Services

3) Subsidizing application fees and costs (H|- 8 X| 2 AFY)
- Eligibility Requirements:
1) Anindividual, small or medium-sized company registered as a business in South

Korea and
2) Operating or planning to operate a business in the United States

- Subsidies for Patent and Trademark Applications
1) Utility Patent — up to $2,500/application
2) Design Patent - up to $1,500/application
3) Trademark — up to $700/application
4) Small & Mid-sized company: 50% of attorney fees (up to total $5,000, maximum
of 10 cases per year per company)

JONES
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U.S. Capital IP Center Services

3) Subsidizing application fees and costs (H|- 8 X| 2 AFY)
- Subsidies for Legal Opinion Letters
1) Preventing the risk of IP-related disputes arising from overseas exports:

v Conducting patent infringement analysis (FTO)
v’ Reviewing non-disclosure agreements (NDA)
2) Responding to legal disputes related to Intellectual Property (pre-litigation)
3) Subsidies - Small company: 70% of attorney fees, Mid-sized company: 50% of
attorney fees (up to $10,000 each case, maximum of 2 cases per year per

company)

JONES
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U.S. Capital IP Center Services

1) Assistance with Intellectual Property Rights (0|54 &E3))
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U.S. Capital IP Center Services

1) Assistance with Intellectual Property Rights (2z}2! &E&3))

* |2k} AEFS| 10/27-11/21

Eco-friendly

Nano technology
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U.S. Capital IP C

2) Information Services (MOjL}

2024 Korea-US IP Forum
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U.S. Capital IP Center Services

2) Information Services (8H3])
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U.S. Capital IP

2) Information Services (222! MdE3|)
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Korea Intollectual

U.S. Capital IP Center Services

2) Information Services (854)
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2) Information Services (8% HEHZ FAHH)
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KIPO as an ISA/IPEA

OVERVIEW

About KIPO

SET Slaiisics J One Firm Worldw;

Benefits of Using KIPO as an ISA/IPEA

KIPO’s PCT Services



KIPO as an ISA/IPEA

Examination Dept. Structure Resources & Search Tools

Data Coverage Internal Search Systems
(KOMPASS, KIPOnet Dept.Structure)
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34%

649 Administrative Staff
861 Patent Examiners

107 Trial Judges

194 Trademark
and Design Examiners




PCT Application Trend

PCT applications
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Source: WIPO Statistics Database, March 2024.

The number of published PCT applications has more than doubled in the last 20 years,

Korean Intellectual
Property Office

rising from nearly 110,000 in 2003 to about 266,500 in 2023
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Property Office
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KIPO as an ISA/IPEA

PCT applications for the top 5 origins, 2024 PCT applications for the top Receiving Offices, 2024
PCT 25.6%
applications
19.7%
17.7% 1
8.7% P
6.1.%
3
YoY 4
5

g
Lo —

*Source: WIPO PCT Yearly Review 2025 (A8, A6, A4)



I Top 25 PCT applicants by technology sector, 2003-2023

Electrical engineering

Korean Intellectual
Property Office

2023 sector Average annual

Published PCT applications share (%) growth rate
from 2018
Ranking Applicant (origin) 2003 2008 2013 2018 2023 (%)
1 HUAWEI TECHNOLOGIES CO,, LTD. (China) 92 1,718 2,076 5,158 5,680 54 1.9
2 QUALCOMM INCORPORATED (US) 412 868 1,933 2,260 3,213 3.0 7.3
3 SAMSUNG ELECTRONICS CO., LTD. (Republic of Korea) 127 625 1,113 1,634 3,172 3.0 14.2
4 TELEFOMAKTIEBOLAGET LM ERICSSOM (PUBL) (Sweden) 439 961 1,438 1,596 1,802 1.7 25
5  ZTE CORPORATION (China) 2 328 2,269 1,980 1,656 1.6 -35
6 GUANGDOMG OPPO MOBILE TELECOMMUNICATIONS CORP,, LTD (China) 18 1,025 1,647 1.6 9.9
7 BOE TECHNOLOGY GROUP CQO.LTD (China) 163 1,153 1,618 1.5 7.0
8  VIVO MOBILE COMMUNICATION CO.,, LTD. (China) 178 1,574 1.5 54.6
9  BEUING XIAOMI MOBILE SOFTWARE CO., LTD. (China) 224 1,547 1.5 47.1
10 CONTEMPORARY AMPEREX TECHNOLOGY CO,, LTD (China) 85 1,505 1.4 77.9
11 LG ELECTRONICS INC. (Republic of Korea) 84 599 1,056 1,275 1,346 1.3 1.1
12 NIPPONM TELEGRAPH AMD TELEPHONE CORPORATION (Japan) 3 38 45 108 1,315 1.2 4.8
13 MICROSOFT TECHMOLOGY LICENSING, LLC (US) 1,343 1,238 1.2 -1.8
14  NEC CORPORATION (Japan) 138 719 1,045 726 1,171 1.1 10.0
15 LG ENERGY SOLUTION, LTD. (Republic of Korea) 1,097 1.0 n.a.
16  MITSUBISHI ELECTRIC CORPORATION (Japan) 203 258 696 1,328 1,004 1.0 -5.4
17 NTT DOCOMO, INC. (Japan) 60 223 319 443 990 0.9 174
18  SONY GROUP CORPORATION (Japan) 699 257 765 972 977 0.9 0.1
19 PAMASONIC INTELLECTUAL PROPERTY MANAGEMENT CO.,, LTD. (Japan) 752 820 0.9 4.1
20 CHAMNGXIN MEMORY TECHNOLOGIES, INC. (China) 1 867 0.8 286.9
21 MURATA MANUFACTURING CO., LTD. (Japan) 14 198 422 733 842 0.8 2.8
22 INTERMATIOMAL BUSIMESS MACHINES CORPORATION (US) 245 626 637 21 784 0.7 31.2
23 GOOGLE INC. (US) 168 550 764 775 0.7 0.3
24 BEUING ZITIACQ NETWORK TECHNOLOGY CO,, LTD. (China) 761 0.7 n.a.
25  APPLE INC. (US) 23 282 506 314 684 0.6 16.9

Source: WIPO Statistics Database, March 2024. ‘
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KIPO as an ISA/IPEA

Global Total Distribution of ISRs by ISAs

~

ISA share
2024 (%)'

2020 2021 2022 2023 2024

EPO 83,018 78,960 84,053 84,082 83,911 31.5%

CNIPA 64,851 73,831 75,380 70,496 65,673 24.7%

JPO 50345 48500 49154 47328 47,121 17.7%
KIPO 28550 28359 29936 29278 30,793 11.6%
USPTO 22028 23504 22974 21396 24192 9.1%
IP Australia 2,280 2274 2293 2177 2178 0.8%
IO 1448 1486 1,407 1251 1,041 04%
(Israel)
lras 695 873 564 985 944 04%

(Singapore)

* Source: WIPO PCT Yearly Review 2025 (C17)
1 ISA share %: A ratio compared to all ISRs issued



KIPO as an ISA/IPEA
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*Source: WIPO IP Statistics Data Center, July. 2025 -Estimat
(https://www3.wipo.int/ipstats/pmh-search/pct)



Benefits of Using

KIPO as an ISA/IPEA
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KIPO as an ISA

Percentage of patent citations by publication authority (2020)

Percentage of citations (%)

I ﬂlh ||H I
ol Amm M N -l : I o or

CN JP OT US WO DE EP OT uUsS woO OT uUs wo JP KR OT UsS hn CN EP OT US WO

CN EP JP

50 KR e

English

2%

Others

Source: WIPO Statistics Database, March 2022.



KIPO as an ISA/IPEA

Korean Intellectual
Property Office

USPTO

EPO

Singapore

I[P Australia

JPO

ILPO (Israel)

IPOPHL(Philippines)

* Source: [WIPO PCT Fee Tables, July 1, 2025]

1 Current exchange rates applied (7-1-2025)

2 Payable when the ISA was the IPEA

3 Payable when the ISA was different from the IPEA



KIPO as an ISA/IPEA

* Source: WIPO PCT Yearly Review 2025 (C20)
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KIPO as an ISA/IPEA

SERVICE

-
PCTHELP-DESK @

PCT KOREA CENTER Korean Intellectual
Property Office
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http://www.pctkorea.com/
mailto:pctkorea@pctkorea.com

KIPO as an ISA/IPEA

Korean Intellectua

Korea Institute of
Intellectual Property
Promotion

Property Office




2025
Korea-US IP Forum

October 8, 2025 | Korean Cultural Center New York, USA )

f % K-ipcare
Korean Intellectual (| || Embassy of I I i { KI I RO
. \\ | | the Republic of korea O I p a
Property Office /// in the USA i — g PCT Korea Cent
U.S. Capital IP Center ' QTea Laltps

N_SA AN

DA



)
N

AR

2 22YH| XUAME A}

Global Business Center

New York

K@SME

]ONES
_\\\\‘T)AY




1. 7§ =E2EHZLAHE(GBC) IR
A MK, e Xeg 2lof MA T2 DAAH
2 Sgstizshe M= AS

- 2006'F 02H

- 20124 118 : w28l AI'“'*' 0| (NJ Fort Lee)
- 20234 043 : I‘-Q-GBC Mz 9 AR 4! 0] (NYC Manhattan - Downtown)
- 20241 06E : +2GBC AI"z”“I 0| (NYC Manhattan - Midtown)

21X| : 1 Penn Plaza, 14Z #1423, New York, NY 10119
M : 6,341sf (178%)

ol AlE: FEY, SR A, Ii2|2]d, A|od, tjFE2X], IMNY S
* MAZH SHXIQ &2 Wl Eofl KIS0 IT, Al 28, HIO|QHAHOf, HE|, WA 5 Crerst

LHAH0| SESIH, =22 HINAEEY YEfA 5 7|5




237

A ME{(GBC) Al

H| =L|

—1 = EH
= =

N
K-

ol

ujo

. https://gbc.kosmes.orkr/index.do

* G-SPACE =22}0l0j| 2F

Center

Gldbal Business

L Neyv York




2. 7€ = RHH[ =L AME(GBC) AIRSTH
H|

~ — L ==
2GBC MEE SAHKI|H| A o]zl FAX| 50| 7t
SUM ARIUHS
- SE4 ZIM R 2 M3k, 2 3ENX| AHE 7lse
— UFAKER ARSI AXIRE S Y5 X5, 7|H5E eXtz= & 100~130FE
SEY (1F/LF1ER 7| F)
J
~
= L & e MIAE
- 13 chRl= "Hefs ALsie 33 |l
(B & = GBCE F=2X|=2 sty #Hel
HEE =T Y|ge uEs Xps HE
AP=Z| 7 1TEH+1E 1 E_LI,:II? — o II:; . |- I- )
- =& =FAE |E
(Ct, X = ME S TH=EAE0 Eg
SICtD TEhE|l= 32 o2z 58
c‘él—:".‘i 1'—=lxl:| .=_II:I|0| BD%II‘:'-I
AH=Y {‘él—;‘.‘i 2'—=IFH .=_IHI‘-3'I 50%X|2 |- ZlZ2= glFeE VIEe= gX=sE 4HE
(&l 23 == X|& 8l
- Xtz oOlge| 2%, gF7|17F HFE
2 == 5002HRA S5, 253 c=x xls AH =
Bl E=X| Zhs ONES
* Of T S8 23 & GBCE wZE &0 o2t i CH7|7F &2dsE = A= D ‘ W




U STUSZEL} AAX|, sHHET 1:1 7|¥HXE, FXASXL.0HIE =23 HIS
- Hel A7, "HAUFLAX] HFE, HIXKVISA) F 5, HAU2HAIZ HE S
HelE 2 Exa, +EHL*X, IEC} SIISSEFR, si2lX| =l HAlZl &

o
(eiX|2h VCEXIRL A ZE, tHd /78Y TS, HIO|o{E =, FDAS Y, IPSS.YEH S

T2 GBC S| 2H E L (Alliances of GBC NY)

LL (B KViICsss: (@) T AEN Westments PRIMER SAZZE

& Accelerator VENTURES

=
Accelerator ﬁpE%MJNAE}SI lg&#ﬁlééSBLE CV CHAPERONE VENTURES  Deutsche Bank / ﬁ Bank of Hope APP’SII

Global HiTRONS () intemational Maritime & LogisticsInc. wer-QOlkkta uzdot

SOLUTIONS INC

[NWEIVEREe] rPrime Chase Data VIZSTARTER  Sayola Beauty Ventures

Marketing
& Branding

aaaaaaaaaaaaaaaaa

[RIMIOPR  Fox o |y MIRAELaW  Hango] CPASLLP — APEX | |JONES
I

CHolBPARKILLC

R ReedSmith  rage @ 11" koiPa R A




C
|2 2] (NYKBI), TXAIXIE=SEHN OKTA), 0| =2t & ol ARt=| (UKF),
g

chA| Sate] e HAUY L HAAY AY 3

=2 TOoO
HERSEY322 2 (BCC), wEFEHIIEEESD) S
oHLL-H

Hi-d

|(KAMDA), XO| & 47| & 7| U A& 3| (KITEE) S

i N Brooklyn Chamber
2 @ of Commerce

w

NY TECH '
DEMO DAY,

JUNE 6th, 2025 @PENN 1

AGENDA m { M
tis L
11:00 - 11
ifadol

il 4
bl s 1 I
s an
s s ane W a2 2
i N

KOSME NY TECH DEMO-DAY

2024 K-SMEs BUSINESS
NETWORKING NY

Date mon.s.10. Ti[m
[

13:50 RECEPTION

14:00
SESSION I

~OPENING REMARK
*INTRO OF GBC-NY ALLIANCES

eyl sies KEYSME  Global Business Center
ups horaa SNES 803 SEArTase AQRTY New York

K-SMEs NETWORKING NY

|
Il Koreastartup Forum
NEW YORK 2023

S RELABAGEN
[ e Jo By Pl
2024 NYC ,w

STARTUP ¢
SUMMIT o

’ III

wosoes NOOM  PRIMER SAZZE @) TheMii

2 Milow 2 KOSME Kotra [EKITEE
Smilegot

ﬂ\

]ONES

NYC STARTUP SUMMIT

K-STARTUP FORUM NY | )




SANE
D.C

HAIR | & El =23

g A _ _ X 3t
ANE | oD | === | FHO =

2OEl | 2lofte | & 2 | &XI2 | ote0l | & F | =&2l | S e

I
Jio
>

L] Hold | Z2FHe | &dtol | &4 & | & &

* A2|OLAEFEYME{(KSC) : A|OH S, H2|2H2|(07), ut2|, Y7I=ZE, 50|, =3 6702 28 5



6. = 2T H|=L| 2 HIE{(GBC)

(?1¥+GBC)

K

ol

STEP 05



S, ot 7| 22E BX /X AL
New York | 242 2025.06.09 21:45

KOSME £ H|3 d|2 ¢o]---MIX{7HI| E SA 1000 F &Y
K-Tech £XIfX| T2 22 1533 E| 37| @ x|

KOSME
NY TECH
DEMO DAY

ByungChul Lee
Sator VicePresident o KOSWE
-—

Anne-Sophie Mahle
Director of International Partnerships

=9

Al Senior Care Service

. % | )
[ |
— ‘ ! J Global Leading Cumpanp "
K ¥ N, N

! v asw

FEMK-54

HIX 7| H|ZLIA HIEQZ AL

Toby Garcia
Director of Entrepreneurship Acceleration

Empire State Development

i




o At e L Gt

J%)\ ! A\”[xS " Ore Firm Wedldy e



2025
Korea-US IP Forum

October 8, 2025 | Korean Cultural Center New York, USA )

f % K-ipcare
Korean Intellectual (| || Embassy of I I i { KI I RO
. \\ | | the Republic of korea O I p a
Property Office /// in the USA i — g PCT Korea Cent
U.S. Capital IP Center ' QTea Laltps

N_SA AN

DA



	슬라이드 1
	슬라이드 2: SEEING THE FULL PICTURE CAPTURING VALUE THROUGH IP
	슬라이드 3: An IP journey from bean to cup: seeing the full picture
	슬라이드 4
	슬라이드 5: Case Study 1:  Cultivating Beans
	슬라이드 6: Case Study 1:  Cultivating Beans
	슬라이드 7: Case Study 1:  Cultivating Beans
	슬라이드 8: Case Study 1:  Cultivating Beans
	슬라이드 9: Case Study 2:  Blending The Coffee
	슬라이드 10: Case Study 2:   Blending the Coffee
	슬라이드 11: Case Study 2:   Blending the Coffee
	슬라이드 12: Case Study 3:  Serving Quality
	슬라이드 13: Case Study 3:  Serving Quality
	슬라이드 14: Case Study 3:  Serving Quality
	슬라이드 15: Questions
	슬라이드 16
	슬라이드 17: Design Strategies for Corporate Growth
	슬라이드 18: AGENDA
	슬라이드 19: Background
	슬라이드 20: Design Patent,  Copyright, Trade Dress
	슬라이드 21: U.S. IP Rights
	슬라이드 22: U.S. Design Rights
	슬라이드 23: Each Design IP Right  Has A Different Policy Aim
	슬라이드 24: Design Patent v. Trade Dress
	슬라이드 25: What Do Design Patents Protect? Eligible Subject Matter
	슬라이드 26: What Do Design Patents Protect?
	슬라이드 27: Eligible Subject Matter?
	슬라이드 28: Eligible Subject Matter?
	슬라이드 29: Eligible Subject Matter?
	슬라이드 30: Eligible Subject Matter?
	슬라이드 31: US Patent No. D000,001
	슬라이드 32: Statutory Requirement for Ornamentality
	슬라이드 33: Non-Eligible Subject Matter
	슬라이드 34: Non-Eligible Subject Matter
	슬라이드 35: The Test For Design  Patent Infringement
	슬라이드 36: The Test for Design Patent Infringement Gorham, As Clarified in Egyptian Goddess (Fed. Cir. 2008)
	슬라이드 37: The Great Chicago Fire of 1871
	슬라이드 38: The Test for Design Patent Infringement Gorham v. White, 81 U.S. 511 (1871)
	슬라이드 39: The Test for Design Patent Infringement Gorham v. White, 81 U.S. 511 (1871)
	슬라이드 40: The Test for Design Patent Infringement Gorham v. White, 81 U.S. 511 (1871)
	슬라이드 41: The Test for Design Patent Infringement Gorham v. White, 81 U.S. 511 (1871)
	슬라이드 42: The Test for Design Patent Infringement Gorham v. White, 81 U.S. 511 (1871)
	슬라이드 43: The Test for Design Patent Infringement Gorham v. White, 81 U.S. 511 (1871)
	슬라이드 44: The Test for Design Patent Infringement Gorham v. White, 81 U.S. 511 (1871)
	슬라이드 45: The Test for Design Patent Infringement Gorham, As Clarified in Egyptian Goddess (Fed. Cir. 2008)
	슬라이드 46: Design Patents Do Not  Protect General Concepts
	슬라이드 47: Design Patents Do Not Protect General Concepts Designs May Incorporate Same Idea without Infringement
	슬라이드 48: Design Patents Do Not Protect General Concepts Designs May Incorporate Same Idea without Infringement
	슬라이드 49: Trade Dress
	슬라이드 50: What Product Does This Bottle Contain?
	슬라이드 51: Design Patents Can Help  To Secure Trade Dress Rights
	슬라이드 52: Overlapping Design Patent and  Trade Dress Protection
	슬라이드 53: Overlapping Design Patent and  Trade Dress Protection – Case Example
	슬라이드 54: Graphical User Interfaces (GUIs)
	슬라이드 55: Background on GUIs
	슬라이드 56: What is a GUI?
	슬라이드 57: Why are GUIs important?
	슬라이드 58: Why are GUIs worth protecting?
	슬라이드 59: Design Under The Glass
	슬라이드 60: Design Under The Glass
	슬라이드 61: Design Under The Glass
	슬라이드 62: Design Under The Glass
	슬라이드 63: Modern Design Protection
	슬라이드 64: Design Patents – Why Bother?
	슬라이드 65: Why Would Anyone Want a Design Patent?
	슬라이드 66: Why Would Anyone Want a Design Patent? (Continued)
	슬라이드 67: Growth of Design Patents
	슬라이드 68: U.S. Design Patent Applications Filed
	슬라이드 69: Which companies are applying for design patents?
	슬라이드 70: Design Patents – TROs
	슬라이드 71: Temporary Restraining Orders
	슬라이드 72: Takeaways
	슬라이드 73: Takeaways
	슬라이드 74: Thank you
	슬라이드 75
	슬라이드 76: Considerations For Filing and Prosecuting U.S. Patent Applications
	슬라이드 77: DISCLAIMER
	슬라이드 78: Agenda
	슬라이드 79: One type of prior art & Exceptions (35 U.S.C. § 102(a)(1) & (b)(1)) 
	슬라이드 80: Second type of prior art & Exceptions (35 U.S.C. § 102(a)(2) & (b)(2))
	슬라이드 81: Common ownership: Joint research agreement (35 U.S.C. § 102(c))
	슬라이드 82: Two types of Double patenting
	슬라이드 83: Requirement for Double patenting
	슬라이드 84: Goal & rationale for non-statutory type double patenting
	슬라이드 85: Non-statutory double patenting analysis
	슬라이드 86: Options for overcoming double patenting
	슬라이드 87: Safe harbor under 35 U.S.C. § 121
	슬라이드 88: Terminal disclaimer (37 C.F.R. § 1.321)
	슬라이드 89: terminal disclaimer & patent term implications
	슬라이드 90: Allergan USA, Inc. v. MSN Lab’ys Priv. Ltd., 111 F.4th 1358 (Fed. Cir. 2024)
	슬라이드 91: infringement
	슬라이드 92: Doctrine of equivalents (DOE)
	슬라이드 93: Prosecution history estoppel
	슬라이드 94: Considerations for U.S. patent applications
	슬라이드 95: Contact information & Bio
	슬라이드 96
	슬라이드 97
	슬라이드 98
	슬라이드 99
	슬라이드 100
	슬라이드 101
	슬라이드 102
	슬라이드 103
	슬라이드 104
	슬라이드 105
	슬라이드 106
	슬라이드 107
	슬라이드 108
	슬라이드 109
	슬라이드 110
	슬라이드 111
	슬라이드 112
	슬라이드 113
	슬라이드 114
	슬라이드 115
	슬라이드 116
	슬라이드 117
	슬라이드 118
	슬라이드 119
	슬라이드 120
	슬라이드 121
	슬라이드 122
	슬라이드 123
	슬라이드 124
	슬라이드 125
	슬라이드 126
	슬라이드 127
	슬라이드 128
	슬라이드 129
	슬라이드 130
	슬라이드 131
	슬라이드 132
	슬라이드 133
	슬라이드 134
	슬라이드 135
	슬라이드 136
	슬라이드 137
	슬라이드 138
	슬라이드 139
	슬라이드 140
	슬라이드 141
	슬라이드 142: Overview of S. Korea’s Competition Law and Intellectual Property Rights
	슬라이드 143: About the KFTC
	슬라이드 144: Main Laws under the KFTC
	슬라이드 145: Main Contents of MRFTA
	슬라이드 146: Exemption of MRFTA
	슬라이드 147: Application of the MRFTA to the Abuse of Intellectual Property Rights
	슬라이드 148: Guidelines for the Review of Unfair Exercise of Intellectual Property Rights(1)
	슬라이드 149: Guidelines for the Review of Unfair Exercise of Intellectual Property Rights(2)
	슬라이드 150: Sanctions against abusive behavior of IPRs 
	슬라이드 151: Qualcomm Case (2016)
	슬라이드 152
	슬라이드 153
	슬라이드 154
	슬라이드 155
	슬라이드 156
	슬라이드 157
	슬라이드 158
	슬라이드 159
	슬라이드 160
	슬라이드 161
	슬라이드 162
	슬라이드 163
	슬라이드 164
	슬라이드 165
	슬라이드 166
	슬라이드 167
	슬라이드 168
	슬라이드 169
	슬라이드 171
	슬라이드 172
	슬라이드 173
	슬라이드 174
	슬라이드 175
	슬라이드 176
	슬라이드 177
	슬라이드 178
	슬라이드 179
	슬라이드 180
	슬라이드 181
	슬라이드 182
	슬라이드 183
	슬라이드 184
	슬라이드 185
	슬라이드 186
	슬라이드 187
	슬라이드 188
	슬라이드 189
	슬라이드 190
	슬라이드 191
	슬라이드 192
	슬라이드 193
	슬라이드 194
	슬라이드 195
	슬라이드 196
	슬라이드 197
	슬라이드 198
	슬라이드 199
	슬라이드 200

