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SEEING THE FULL PICTURE
CAPTURING VALUE THROUGH IP



An IP journey from 
bean to cup: seeing 
the full picture

Three case studies on innovation and 
capturing value through IP
Watch for value creation insights from a pop 
culture phenomenon and practice pointers



άCƻŎǳǎ ƛǎ ƎƻƻŘΣ ōǳǘ 
focusing on one part leads 
to ignoring other parts, 
making you separated, 
ƛǎƻƭŀǘŜŘΦέ ς Tonic man



Case Study 1:  
Cultivating Beans

Problem to Solve:

Å Ensuring the long-term 
supply of high-quality 
green coffee in the face 
of environmental 
pressures

(video)

https://youtu.be/tDoMGJkui2c?si=tRU9UMWjBMdqqujZ&t=35
https://youtu.be/tDoMGJkui2c?si=tRU9UMWjBMdqqujZ&t=35


Case Study 1:  
Cultivating Beans

Providing seedlings and 
advancing agronomy through 
Starbucks Farmer Support 
Centers



Case Study 1:  
Cultivating Beans

San Isidro ς 35 Coffee Hybrid Plant 
Variety Protection

ÅThe Plant Variety Protection Act in 
the U.S. grants breeders' exclusive 
rights to propagate (grow, sell, and 
market) a new variety of plant for a 
specific period (usually 20-25 years).

ÅThe PVP, which recognizes Starbucks 
agronomists, will become the free and 
'open-source' gift.



Case Study 1:  
Cultivating Beans

Practice pointer:

Use a lens of proportionality ς registration 
does not require aggressive enforcement

Value creation insight:

Find value in what you share
άhǳǊ ƳǳǎƛŎ ƛƎƴƛǘŜǎ ǘƘŜ ǎƻǳƭ ŀƴŘ ōǊƛƴƎǎ 
ǇŜƻǇƭŜ ǘƻƎŜǘƘŜǊΦέ ς Celine



Case Study 2:  Blending 
The Coffee

Problem to Solve:

[ŀǳƴŎƘ ŀ άbalanced and 
ŀǇǇǊƻŀŎƘŀōƭŜέ light-roast 

coffee. ά5ŜƭƛŎƛƻǳǎ Ƙƻǘ ƻǊ ƛŎŜŘΣ 
both with milk and without. 

Suited for any brewing 
ƳŜǘƘƻŘΦ {ǳƴƴȅΦέ



Case Study 2:  
Blending the 
Coffee

Global protection for 
the name



Case Study 2:  
Blending the Coffee

Practice pointer:

Use a lens of strategy ς protect what has 
value for the business proposition

Value creation insight:

Capture moments of inspiration

ά!ƴŘ ƴƻǿΣ ǘƘŀǘ Řǳǘȅ Ŧŀƭƭǎ ǘƻ ȅƻǳΦ ¢Ƙŀǘ 
victory is within your reach. It is your 
voices, your song that will create the 
Golden HonmoonΦέ ς Celine



Case Study 3:  
Serving Quality

Delivering an iconic cup 
worthy of our premium 
beverages

Problem to solve:



Case Study 3:  
Serving Quality

Using the full 
intellectual property 
toolkit to protect the 
iconic Starbucks cup



Case Study 3:  
Serving Quality

Practice pointer:

Use a lens of prioritization ς develop 
robust protection strategies for key assets

Value creation insight:

Protecting creations requires hard work
ά¢ƘŜ ǿƻǊƭŘ ǿƛƭƭ ƪƴƻǿ ȅƻǳ ŀǎ ǇƻǇ ǎǘŀǊǎΣ 
but you will be much more than that. You 
ǿƛƭƭ ōŜ IǳƴǘŜǊǎΦέ ς Celine



Questions

Hacienda Alsacia,

Sabanilla, Costa Rica
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AGENDA

ÅBackground to Design Patents

ÅGraphical User Interfaces (GUIs)

ÅModern Design Protection

©  McDonnell Boehnen Hulbert & Berghoff LLP



Background



Design Patent, 
Copyright, Trade Dress



U.S. IP Rights

©  McDonnell Boehnen Hulbert & Berghoff LLP

1. Patent

Ȭ Utility Patens

Ȭ Design  Patent

Ȭ Plant Patent

2. Copyright

3. Trademark

Ȭ Trade  Dress

4.Trade Secret



U.S. Design Rights

©  McDonnell Boehnen Hulbert & Berghoff LLP

Design 
Patent

Trade 
Dress

Copyright



Each Design IP Right 
Has A Different Policy Aim

©  McDonnell Boehnen Hulbert & Berghoff LLP

IP Right Policy Requirements Term Protection

Design Patent
Novel,
Non-obvious,
Ornamental

15 years from 
issuance*

Substantially the 
Same

Copyright
Expression,
Originality,
Non-useful

Life of author 
+ 70 yrs

Substantial 
Similarity +
Copying

Trade Dress
Distinctiveness,
Non-functional

Potentially
Perpetual

Likelihood of
Confusion

*Applications filed on or after May 13, 2015; those before have 14-year term from issuance.



Design Patent v. Trade Dress

©  McDonnell Boehnen Hulbert & Berghoff LLP

Design Patent Trade Dress

What is protected?
Overall visual appearance of claimed 
design

Source indicator based on appearance 
of product

What is required?
Claimed design must be ornamental, 
new, and not obvious over existing 
prior art designs

Trade dress must serve as a source 
identifier, be distinctive in the 
marketplace, be used in commerce, 
and must be primarily nonfunctional



What Do Design Patents Protect?
Eligible Subject Matter



What Do Design Patents Protect?

ÅThe ornamental (visual) appearance of an article of manufacture

ÅIn the United States, ornamental appearance may refer to:
ÅConfiguration or shape of an article,

ÅSurface ornamentation applied to an article, or

ÅCombination of configuration and surface ornamentation 

©  McDonnell Boehnen Hulbert & Berghoff LLP



Eligible Subject Matter?

©  McDonnell Boehnen Hulbert & Berghoff LLP



Eligible Subject Matter?

©  McDonnell Boehnen Hulbert & Berghoff LLP



Eligible Subject Matter?

©  McDonnell Boehnen Hulbert & Berghoff LLP



Eligible Subject Matter?

©  McDonnell Boehnen Hulbert & Berghoff LLP



US Patent No. D000,001

ÅIssued: Nov. 9, 1842

ÅTo: George Bruce

ÅFor: Printing Types

©  McDonnell Boehnen Hulbert & Berghoff LLP



Statutory Requirement for Ornamentality

Å35 U.S.C. § 171:
ÅWhoever invents any new, original and ornamental  design for an article of 

manufacture may obtain a patent therefor, subject to the conditions and 
requirements of this title.

ÅWhat does ȧornamentalȨ mean?
ÅJudicially interpreted by United States Court of Customs and Patent Appeals

ÅOrnamental = not dictated solely by function

Åȧ[W]hen a configuration is the result of functional considerations only, the resulting 
design is not patentable as an ornamental design for the simple reason that it is not 
ȤornamentalȥȢ was not created for the purpose of ornamenting.Ȩ

In re Carletti, 328 F.2d 1020, 1022 (C.C.P.A. 1964)

©  McDonnell Boehnen Hulbert & Berghoff LLP



Non-Eligible Subject Matter

©  McDonnell Boehnen Hulbert & Berghoff LLP

PURELY ARTISTIC PURELY FUNCTIONAL



Non-Eligible Subject Matter

©  McDonnell Boehnen Hulbert & Berghoff LLP

PURELY ARTISTIC PURELY FUNCTIONAL
DESIGN PATENTS MAY 
PROTECT EVERYTHING 

IN BETWEEN



The Test For Design 
Patent Infringement



The Test for Design Patent Infringement
Gorham, As Clar i f ied in  Egypt ian Goddess (Fed.  Ci r .  2008)

ÅIn the Eye of an Ordinary Observer:
ÅȧIs the overall appearance of the patented design

Åsubstantially the same as

Åthe overall appearance of the accused design

Åin view of the prior art?Ȩ

©  McDonnell Boehnen Hulbert & Berghoff LLP



The Great Chicago Fire of 1871

©  McDonnell Boehnen Hulbert & Berghoff LLP



The Test for Design Patent Infringement
Gorham v. White, 81 U.S. 511 (1871)

©  McDonnell Boehnen Hulbert & Berghoff LLP

Gorhamȥs Patented DesignWhiteȥs Accused Design



The Test for Design Patent Infringement
Gorham v. White, 81 U.S. 511 (1871)

©  McDonnell Boehnen Hulbert & Berghoff LLP



The Test for Design Patent Infringement
Gorham v. White, 81 U.S. 511 (1871)

©  McDonnell Boehnen Hulbert & Berghoff LLP

Gorhamȥs Patented 
Design

Whiteȥs Accused 
Design



The Test for Design Patent Infringement
Gorham v. White, 81 U.S. 511 (1871)

©  McDonnell Boehnen Hulbert & Berghoff LLP

Prior Art
Gorhamȥs Patented 

Design
Whiteȥs Accused 

Design



The Test for Design Patent Infringement
Gorham v. White, 81 U.S. 511 (1871)

©  McDonnell Boehnen Hulbert & Berghoff LLP

Prior Art

INFRINGEMENT

Gorhamȥs Patented 
Design

Whiteȥs Accused 
Design



The Test for Design Patent Infringement
Gorham v. White, 81 U.S. 511 (1871)

©  McDonnell Boehnen Hulbert & Berghoff LLP

Hypothetical Prior Art
Gorhamȥs Patented 

Design
Whiteȥs Accused 

Design



The Test for Design Patent Infringement
Gorham v. White, 81 U.S. 511 (1871)

©  McDonnell Boehnen Hulbert & Berghoff LLP

DƻǊƘŀƳΩǎ tŀǘŜƴǘŜŘ 
Design

²ƘƛǘŜΩǎ !ŎŎǳǎŜŘ 
Design

LIKELY NO INFRINGEMENT

Hypothetical Prior Art



The Test for Design Patent Infringement
Gorham, As Clar i f ied in  Egypt ian Goddess (Fed.  Ci r .  2008)

ÅIn the Eye of an Ordinary Observer:
ÅȧIs the overall appearance of the patented design

Åsubstantially the same as

Åthe overall appearance of the accused design

Åin view of the prior art?Ȩ

©  McDonnell Boehnen Hulbert & Berghoff LLP



Design Patents Do Not 
Protect General Concepts



Design Patents Do Not Protect General Concepts
Des igns  May  Incorpora te  Same Idea  w i thou t  In f r ingement

©  McDonnell Boehnen Hulbert & Berghoff LLP



Design Patents Do Not Protect General Concepts
Des igns  May  Incorpora te  Same Idea  w i thou t  In f r ingement

©  McDonnell Boehnen Hulbert & Berghoff LLP

ACCUSED DESIGN

SAME GENERAL IDEA, BUT NO INFRINGEMENT



Trade Dress



What Product Does This Bottle Contain?

©  McDonnell Boehnen Hulbert & Berghoff LLP



Design Patents Can Help 
To Secure Trade Dress Rights

©  McDonnell Boehnen Hulbert & Berghoff LLP



Overlapping Design Patent and 
Trade Dress Protection

ÅDesign patent and trade dress protection may be 
used on the same product design for overlapping 
periods of time

ÅFor a new product? 
ÅLikely too soon for trade dress to have acquired 

secondary meaning

ÅFile a design patent application 

ÅAfter design patent expires?
ÅIf you can now prove that trade dress has acquired 

secondary meaning

ÅFile for trade dress protection

52
©  McDonnell Boehnen Hulbert & Berghoff LLP



ÅAm. Bev. Corp. v. Diageo N.A., Inc., 936 F. 
Supp. 2d 555, 597 (W.D. Pa. 2013)
ÅThe court found Dailyȥs frozen cocktail pouch 

not functional in either a design patent or trade 
dress sense

ÅCourt noted myriad alternative designs

ÅCourt stated that a design patent is presumptive 
proof of nonfunctionality  on a claim for trade 
dress infringement

Overlapping Design Patent and 
Trade Dress Protection Ŝ Case Example

53
©  McDonnell Boehnen Hulbert & Berghoff LLP

D571,672



Graphical User Interfaces (GUIs)



Background on GUIs



What is a GUI?

ÅA Graphical User 
Interface (GUI) allows 
users to interact with 
graphics appearing on 
electronic devices such as 
smartphones, tablets, and 
netbooks

©  McDonnell Boehnen Hulbert & Berghoff LLP



Why are GUIs important?

©  McDonnell Boehnen Hulbert & Berghoff LLP

ÅParticularly in the age of the Internet of Things, well designed GUIs allow 
users to interact with devices without the need for complicated training

ÅGUIs allow for greater efficiency with less skill

ÅFunctional and ornamental aspects of GUIs both have value and may both 
be worth protecting



Why are GUIs worth protecting?



Design Under The Glass

©  McDonnell Boehnen Hulbert & Berghoff LLP

TV Remote Control
US D386,185

(LG Elecs. 1997)
Display Screen with GUI

US D755,211
(LG Elecs. 2016)



Design Under The Glass

©  McDonnell Boehnen Hulbert & Berghoff LLP



Design Under The Glass

©  McDonnell Boehnen Hulbert & Berghoff LLP



Design Under The Glass

©  McDonnell Boehnen Hulbert & Berghoff LLP



Modern Design Protection



Design Patents Ŝ Why Bother?



Why Would Anyone Want a Design Patent?

ÅGood designs are valuable
ÅȧWhen two products are equal in price, function, and quality, the better-looking product 
will outsell the other.Ȩ ȡ Raymond Loewy, 1929 

ÅMany products are knocked off for their ornamental appearance

ÅDesign patents prevent others from producing substantially similar products or knockoffs

ÅMultiple design patents on a product may provide strong protection
ÅIt can be hard to invent around or invalidate a well -planned design patent portfolio

ÅHelpful to have more arrows in your quiver (layered protection)
ÅHard, if not impossible, to predict ex ante which IP rights will be most valuable ex post

ÅFaster and less expensive to obtain design patents than utility patents
ÅCosts of about $2k-5k to prepare and file vs. about $8k-14k for a utility patent application

ÅAverage of about 1.75 years from filing to issuance vs. about 2.5 years for a utility patent

©  McDonnell Boehnen Hulbert & Berghoff LLP



Why Would Anyone Want a Design Patent?
(Continued)

ÅOrnamentality of a design is a low bar
ÅIn contrast, trade dress lack of functionality is a high bar

ÅAn expired design patent may give rise to trade dress protection
ÅBut it is not possible to rely on trade dress to develop design patent rights

ÅIt can be easier to prove design patent infringement
ÅTypically, asking a jury to review and compare a patented design and an accused 

product to determine whether the accused product has an overall appearance that is 
substantially the same

ÅDesign patent damages
ÅSection 289 ȡ disgorgement of an infringerȥs profits (equitable remedy)

©  McDonnell Boehnen Hulbert & Berghoff LLP



Growth of Design Patents



U.S. Design Patent Applications Filed

©  McDonnell Boehnen Hulbert & Berghoff LLP
Source: https://www.uspto.gov/web/offices/ac/ido/oeip/taf/h_counts.htm



Which companies are applying for 
design patents?

ÅAutomakers
ÅFord, Hyundai/KIA, Porsche, General Motors

ÅApparel Makers
ÅNike, Adidas

ÅTechnology Companies
ÅSamsung Electronics, Apple , LG Electronics, Google

ÅConsumer Products Manufacturers
ÅProcter & Gamble, Black & Decker, Colgate-Palmolive

ÅHome Improvement and Building Products
ÅMasco Corporation

©  McDonnell Boehnen Hulbert & Berghoff LLP



Design Patents Ŝ TROs



Temporary Restraining Orders

ÅCan be particularly useful when copyists show up at a 
trade show with a knockoff product
ÅHard to get a TRO based on a utility patent since claim 

construction is first needed
ÅEasier to ask a district court judge for an emergency TRO 

since judge just needs to compare design drawings with the 
allegedly infringing device

ÅU.S. District Court in Nevada regularly handles such 
requests due to the numerous trade shows that take 
place in Las Vegas
ÅFuture Motion owns U.S. Patent Nos. 9,101,817 and 

D746,928 (image right)
ÅFuture Motion was able to obtain a TRO patent on its Dȥ928 

patent to have Federal Marshals confiscate knockoffs at CES 
in 2016

©  McDonnell Boehnen Hulbert & Berghoff LLP



Takeaways



Takeaways

ÅDesign patents can be a useful and valuable addition to a companyȥs IP 
portfolio

ÅDesign patents can be obtained not only for physical products, but  also for 
graphical user interfaces (GUIs)

ÅTemporary restraining orders (TROs) are typically easier to obtain for 
design patents than utility patents, particularly in emergency situations

©  McDonnell Boehnen Hulbert & Berghoff LLP



Thank you

©  McDonnell Boehnen Hulbert & Berghoff LLP

ˁỢ ѱѻ
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CONSIDERATIONS FOR FILING AND 
PROSECUTING U.S. PATENT 
APPLICATIONS
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Partner, New York



DISCLAIMER

Any presentation by a Jones Day lawyer or employee should not be 
considered or construed as legal advice on any individual matter or 
circumstance. The contents of this document are intended for general 
information purposes only and may not be quoted or referred to in any 
other presentation, publication or proceeding without the prior written 
consent of Jones Day, which may be given or withheld at Jones Day's 
discretion. The distribution of this presentation or its content is not 
intended to create, and receipt of it does not constitute, an attorney-
client relationship. The views set forth herein are the personal views 
of the author and do not necessarily reflect those of Jones Day.

77



AGENDA
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Types of Prior Art & Exceptions

Double Patenting

Doctrine of Equivalents



ONE TYPE OF PRIOR ART & EXCEPTIONS (35 U.S.C. § 102(A)(1) & (B)(1)) 

ÅType of Prior Art: Before the effective filing date of the claimed invention, the claimed invention was: 

ïPatented, 

ïDescribed in a printed publication,

ïIn public use, 

ïOn sale, or 

ïWas otherwise available to the public (see 35 U.S.C. § 102(a)(1))

ÅException to Prior Art:  Disclosure made 1 year or less before the effective filing date of the claimed 

invention is not  prior art to the claimed invention if:

ïAn inventor made the disclosure, or the disclosure was made by another who (directly or indirectly) 

obtained the subject matter from the inventor; or

ïBefore the disclosure, the subject matter was publicly disclosed by the inventor or another who (directly or 

indirectly) obtained the subject matter disclosed from the inventor (see 35 U.S.C. § 102(b)(1))



SECOND TYPE OF PRIOR ART & EXCEPTIONS (35 U.S.C. § 102(A)(2) & 
(B)(2))

ÅType of Prior Art: Claimed invention was described in an issued U.S. patent or a published U.S. patent 

application or PCT patent application designating the U.S., which patent or patent application publication:

ïNames another inventor, and 

ïWas effectively filed before the effective filing date of the claimed invention. (See 35 U.S.C. § 102(a)(2).)

ÅException to Prior Art: Disclosure is not  prior art to claimed invention if:

ïDisclosed subject matter was (directly or indirectly) obtained from the inventor

ïDisclosed subject matter, before the subject matter was effectively filed, was publicly disclosed by either 

(a) the inventor, or (b) another who (directly or indirectly) obtained the subject matter disclosed from the 

inventor

ïDisclosed subject matter and the claimed invention, not later than the effective filing date of the claimed 

invention, were owned by the same person or subject to an obligation to assign to the same person (see 

35 U.S.C. § 102(b)(2))



COMMON OWNERSHIP: JOINT RESEARCH AGREEMENT (35 U.S.C. § 
102(C))

ÅDeemed owned by the same person or subject to an obligation to assign to the same 

person if:

ïDisclosed subject matter was developed and the claimed invention was made by, or 

on behalf of, a party to a joint research agreement in effect before the effective filing 

date of the claimed invention

ïClaimed invention was made as a result of activities undertaken within the scope of 

the joint research agreement

ïApplication includes the names of the parties to the joint research agreement



ÅSame Invention or Statutory Double 

Patenting:

ïClaim in one patent/patent application and the 

claim in another patent/patent application are 

drawn to identical  subject matter

ïBasis is found in 35 U.S.C. § 101: ñWhoever 

invents or discovers any new and useful 

process, machine, manufacture, or composition 

of matter, or any new and useful improvement 

thereof, may obtain a patent therefor. . .ò  

ÅNon-statutory (or Obviousness -Type) Double 

Patenting:

ï Subject matter of a claim in a patent/patent 

application is different, but not patentably 

distinct , from the subject matter claimed in 

another patent/patent application

TWO TYPES OF DOUBLE PATENTING

82(Emphasis added to 35 U.S.C. § 101)



REQUIREMENT FOR DOUBLE PATENTING

ÅAt least one common inventor 

between one patent/patent 

application and another 

patent/patent application

ÅAt least one common 

applicant or common owner 

between one patent/patent 

application and another 

patent/patent application

ÅNo common assignee, 

common owner, or common 

inventor but subject to 

applicant established joint 

research agreement 83



ÅPrimary Goal: ñ[P]revent an unjustified 

timewise extension of patent exclusivity 

beyond the life of a patentò (Allergan USA, 

Inc. v. MSN Labôys Priv. Ltd., 111 F.4th 

1358, 1367 (Fed. Cir. 2024))

ÅPublic Policy: ñThe public should . . . be 

able to act on the assumption that upon 

expiration of the patent it will be free to use 

not only the invention claimed in the patent 

but also any modifications or variants 

thereof which would have been obvious to 

[a POSA] . . .  at the time the invention was 

madeò (In re Zickendraht, 319 F.2nd 225, 

232 (CCPA 1963))

GOAL & RATIONALE FOR NON -STATUTORY TYPE DOUBLE PATENTING

84
[



NON-STATUTORY DOUBLE PATENTING ANALYSIS

Step 1: Claim Construction
ÅConstrue the claims in the challenged patent/application and 

reference patent/application and determine the differences

Step 2: Patentably Distinct?

ÅDo the differences render the claims in the challenged 

patent/application patentably distinct from the claims in the 

reference patent/application?

85



ÅStatutory Double Patenting:

ïClaim Amendments

ïCannot  Use Terminal Disclaimer

ÅNon-statutory Double Patenting:

ïNon-obviousness or Improper Reference 

Patent/Patent Application Arguments

ïSafe Harbor 

ïClaim Amendments

ïTerminal Disclaimer

OPTIONS FOR OVERCOMING DOUBLE PATENTING

86



ÅImmunization from Non -statutory 

Double Patenting: 

ïUSPTO issued a Restriction 

Requirement requiring the election of one 

invention and the restriction requirement 

was not withdrawn

ÅExamples of Situations Where Safe 

Harbor Does NOT Apply:

ïApplicant voluntarily restricts two or more 

inventions

ïClaims in divisional application are not 

consonant with the restriction 

requirement by the examiner

SAFE HARBOR UNDER 35 U.S.C. § 121

87



ÅDisclaims terminal 

portion of term of a 

given patent so as 

not to extend the 

term beyond the 

term of the 

reference patent

ÅCan result in 

significant patent 

term loss

ÅMay be filed during 

litigation ï BUT 

must be filed 

before  the 

expiration of the 

reference patent

ÅPatent is 

enforceable during 

the period that the 

patent is 

commonly owned 

with the reference 

application/patent

TERMINAL DISCLAIMER (37 C.F.R. § 1.321)

88



ÅPatent Term Extension (PTE)

ïThe patent expiration date used for non-

statutory double patenting analysis is the 

date before PTE is added (Novartis AG 

v. Ezra Ventures LLC, 909 F.3d 1367 

(Fed. Cir. 2018))

ÅPatent Term Adjustment (PTA)

ïThe patent expiration date used for non-

statutory double patenting analysis is the 

date after PTA has been added (In re 

Cellect, LLC, 81 F.4th 1216 (Fed. Cir. 

2023))

TERMINAL DISCLAIMER & PATENT TERM IMPLICATIONS

89



ALLERGAN USA, INC. V. MSN LABôYS PRIV. LTD., 111 F.4TH 1358 (FED. 
CIR. 2024)

Challenged patent

Reference patent

Reference patent

ñ[A] first-filed, first-issued, later-expiring claim cannot be invalidated by a later-filed, 

later-issued, earlier expiring reference claim having a common priority date.ò (Id. at 1369)



ÅLiteral Infringement

ïAn accused product or process contains 

each and every element of a patent 

claim.  (Cross Med. Prods., 424 F.3d at 

1310 (Fed. Cir. 2005))

ÅDoctrine of Equivalents (DOE)

ïUnder the doctrine of equivalents, a claim 

limitation not literally met may be 

satisfied by an element of the accused 

product  or process if the differences 

between the two are ñinsubstantialò to 

one of ordinary skill in the art.  (Warner-

Jenkinson Co., Inc. v. Hilton Davis Chem. 

Co., 520 U.S. 17, 40 (1997))

INFRINGEMENT

91



DOCTRINE OF EQUIVALENTS (DOE)

92

Insubstantial Differences 

Inquiry

Determine whether the element in the accused product or process 

ñperforms substantially the same function in substantially the same way to 

obtain the same resultò as the claim limitation. (Warner-Jenkinson, 520 U.S. 

at 38)

Application ñ[A]pplied to individual elements of the claim, not to the invention as a 

wholeò (Warner-Jenkinson, 520 U.S. at 29)

Does Not

(1) Cover product or method which would render the claim obvious over 

prior art; and (2) Allow the patentee to recapture through equivalence 

coverage given up during prosecution.



PROSECUTION HISTORY ESTOPPEL

93

Surrender of subject matter resulting from arguments or amendments during prosecution; 

DOE may not reach surrendered subject matter

To invoke argument-based estoppel, the prosecution history must evince a clear and unmistakable 

surrender of subject matter (Amgen Inc. v. Coherus BioSciences Inc., 931 F.3d 1154, 1159ï60 (Fed. Cir. 2019))

Prosecution history estoppel provides a legal limitation on the application of doctrine of equivalents 

by excluding the equivalent subject matter surrendered during prosecution



CONSIDERATIONS FOR U.S. PATENT APPLICATIONS

ÅTranslations

ÅFiling Strategy

ÅClaiming Strategy

ÅStatements During Prosecution

ÅRelated Patents/Applications Naming a Common Inventor and/or Having a Common 

Assignee/Owner

ÅJoint Research Agreements
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Dr. Jennifer Chheda has more than 25 years of 

experience in procuring and enforcing patents relating 

to biologics and small molecules. Jennifer's experience 

also includes patentability, invalidity, noninfringement, 

freedom-to-operate, and inventorship analyses and 

conducting due diligence for potential investors, 

acquirers, and licensees. Jennifer has coordinated 

worldwide litigations and invalidation proceedings to 

ensure consistency between the litigations and 

proceedings. She has provided strategic advice 

regarding invalidity and infringement contentions. 

Jennifer has also provided strategic advice to clients 

regarding PTAB and other post-grant proceedings. Her 

scientific background is an asset in working with 

experts to develop reports and to prepare them for 

depositions and trial. In addition, Jennifer has drafted 

and negotiated IP agreements and provided IP advice 

in the context of M&A transactions.
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The #1 Job - Creating Investor in the U.S.

Source: Reshoring Initiative®  2024 Annual Report

ÅThe U.S.-South Korea free trade agreement is the second -largest U.S. FTA  by trade flows, after the 

U.S.-Mexico-Canada Agreement (USMCA); Source: CRS (U.S. Congress, 2024)

ÅSouth Korea is the top source of U.S. job creation from foreign investment


