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Overview:
IP Disputes/Enforcement in the United States

• 337 Investigations at the International Trade Commission (ITC)

• Min Woo Park, Ph.D., Associate, Morgan Lewis: Outside counsel perspective

• Sean Yeom, President, Vectornate USA, Inc.: Client perspective

• Arvind Iyengar, Senior Legal Counsel, Samsung Electronics: In-house perspective 

• U.S. Customs and Boarder Protection

• Morgan N. McPherson, Attorney-Advisory, Custom Border Protection

• IP Litigations in U.S. District Courts and Alternatives

• John K. Kim, Member, Clark Hill

3

© 2021 Morgan, Lewis & Bockius LLP

337 INVESTIGATIONS 
AT THE ITC 
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KNOW BEFORE IMPORTING INTO U.S.

5

§ ITC’s remedy directed at imported goods
• No need to establish personal jurisdiction over defendants 

(called “respondents” in 337 investigations)
• Response to complaint due in about 20 days of service and 

notice of institution
• Service is simply express mail delivery by the 

Commission
• Failure to respond results in default judgement of 

exclusion/cease-and-desist 
• Get to work as soon as you find out that you’ve been 

sued!!

Day 1: 
complaint filed

Day 30: 
institution

Month 2Month 1Month -1

Day 50: 
Response due

START YOUR PREPARATION

66

CLAIMS OTHER THAN PATENT 
INFRINGEMENT

6

§ Statutory Language Allows More than Patent Infringement to be 
Investigated

Source: 
https://www.usitc.gov/intellectual_property/337_statistics_types_unfair_a
cts_alleged_active.htm

Copyright Infringement, Trade 
Secret Misappropriation, Unfair 
Competition, False Advertising 
and/or Other Unfair Acts

Patent, Trademark or 
Copyright Infringement, 
Trade Secret 
Misappropriation, and/or 
Other Unfair Acts

Solely Trade Secret 
Misappropriation

Solely 
Trademark 
Infringement

Solely Patent 
InfringementYear

53541032020

34931162021

05641272022

3323962023

• Trade secret misappropriation
• Antitrust claims
• False advertising
• Contract claims 

5
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CLAIMS OTHER THAN PATENT 
INFRINGEMENT

7

• Trade secret 
misappropriation by 
foreign entity/person that 
took place entirely 
abroad can be litigated at 
the ITC

• In contrast, DTSA requires 
at least some act “in 
furtherance of” the 
misappropriation take 
place in the U.S.

Sean Yeom, CEO & President
October 2024
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In 3 months we went from a blank 
slate to a full factory.

Co
m

pa
ny

Covid made company 
to turn

• Automated flocking and 
static electricity machine

• Vial filling machine

• Labeling machine

• Barcode and Lot number 
printer

• HEPA filtration HVAC

• Clean room facility and 
related equipment

Letter from ITC... what?

9
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Letter from ITC... what?

6

Ignore? 

Friends & family

government
IP desk

Internet search

Thought process kicks in after letter received

Confront them?
Form an alliance

Factors to consider

Time
Don’t Panic but dont delay

Patent attorney
Small and less expensive? or
Expensive and experienced

Arbitration
via attorney, Talk to them direct?
Use 3rd party?

Cost (Price)
How much to legal professional
but also how much resource within company

Business Operation
Keeping operation active and still making 
profits

Customers
Afraid to order from you
How to make them to have a piece of mind

Alliance
Talk with your competitors? 

Patent for your defense
Takes time to file and get approved
Timing to file, maybe it is late already

11
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337 Investigations at the 
ITC
Arvind Iyengar

Senior Legal Counsel – Samsung Electronics

Learn the 
Difference

In-House teams that are not experienced 337 
litigants may not fully appreciate the differences 
between ITC and District Court practice

–Speed (~18 months to completion)
–Additional claim elements

– Importation
–Domestic Industry

–Broad Discovery

13
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Manage 
Expectations

In addition to structural differences, an ITC 
investigation may require you to guide your 
clients to adjust their attitudes toward litigation

–Different Trial Themes are effective
–Goal of the Hearing 
–Litigating for the Post-Trial Brief

CBP’s Role in Protecting IP at the 
Border and How to Protect Your IP 

through CBP’s e-Recordation Program

Morgan McPherson 
Attorney Advisor

Intellectual Property Enforcement Branch
Morgan.N.McPherson@cbp.dhs.gov

FOR INFORMATIONAL PURPOSES ONLY
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CBP’s Enduring Mission Priorities
• Counter Terrorism – Anticipate, detect and disrupt the threat of

terrorists, their weapons and actions to protect the people and
economy of the United States.

• Combat Transnational Crime – Detect, deter and disrupt transnational 
organized crime that threatens U.S. national and economic security 

interests at and beyond the border.

• Secure the Border – Protect the Homeland through the air, land and
maritime environments against illegal entry, illicit activity or other threats to
uphold national sovereignty and promote national and economic security.

• Facilitate Lawful Trade and Protect Revenue – Enable fair, competitive and 
compliant trade and enforce U.S. laws to ensure safety,prosperity and 

economic security for the American people.

• Facilitate Lawful Travel – Enhance, enable and transform the travel 
experience by anticipating, detecting and intercepting threats prior to 

and at ports of entry.

FOR INFORMATIONAL PURPOSES ONLY

CBP’s IP Border Enforcement Structure and Authority
• CBP is the primary federal agency responsible
for securing the U.S.’s borders

• CBP provides civil enforcement of Intellectual
Property Rights

• CBP has ex officio authority to detain and
seize merchandise without a right holder
application

• It is CBP’s policy to focus its enforcement efforts on 
those trademarks and copyrights that are recorded
with CBP

• Administrative process; multiple layers of review
• Right holders not charged for enforcement

procedure

17
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FOR INFORMATIONAL PURPOSES ONLY

Recording with CBP

Submit Application 
Through IPRR

IPE Branch 
Review

For Informational Purposes Only

Once Approved, 
Recordation Appears 

on IPRS/IPRiS

19
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Programs 
Available to 
Recordation 

Holders

SUBMISSION OF 
PRODUCT 

AUTHENTICATION 
MANUAL/GUIDES

CBP DIRECTED 
WEBINAR 

PRESENTATION

IN-PERSON FIELD 
TRAINING

E-ALLEGATION 
REPORTING

ENHANCED 
PARTNERSHIP 

WITH CBP

FOR INFORMATIONAL PURPOSES ONLY

QUESTIONS?
Morgan McPherson

Attorney-Advisor 
Morgan.N.McPherson@cbp.dhs.gov

HQIPRBranch@cbp.dhs.gov
IPRRQUESTIONS@cbp.dhs.gov

FOR INFORMATIONAL PURPOSES ONLY
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IP Litigations in U.S. District Courts

• Disputes involving patents, trademarks, copyrights and other IP.

• Key features:

• Extensive discovery 

• Jury trial

• Full remedies: 

• monetary damages (including enhanced)

• Injunction

• Possible recovery of attorney’s fees

23

IP Litigations in U.S. District Courts

• Long duration, frequently lasting over 2 or 3 years to jury trial, especially since COVID.

• Expensive:

• Patent infringement litigation costs through trial and appeal (for 2022):

• $1.12 million for cases involving less than $1 million at risk

• $2.39 million for cases involving $1-$10 million at risk

• $4.80 million for cases involving $10-$25 million at risk

• $6.12 million for cases involving more than $25 million at risk

(source AIPLA 2023 Report on the Economic Survey) 

• Generally difficult to win on patent invalidly grounds due to presumption of patent validity 
(clear and convincing evidence)

24
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Alternatives to IP Litigations in U.S. District Courts

• Patent invalidity challenges via IPR/PGR at USPTO:

• Much quicker:

(Source: USPTO)

• Costs: e.g., $350,000 through PTAB hearing for mechanical/electrical patents ($500K for 
appeal) (source AIPLA 2023 Report on the Economic Survey)

• Subject matter expertise: three judge panel with technical background

• 71% invalidity rate for first two quarters of FY 2024 (68% in FY 2023) (Source: USPTO)

• Potential stay of related district court patent litigation
25

Alternatives to IP Litigations in U.S. District Courts

• Ex parte Reexam of issued patents at USPTO

• Initiated by challenger by filing a request showing substantial new question of 
patentability (SNQ)

• If accepted, reexam proceeds between patent owner and USPTO

• Not used widely by patent challengers

• Allowance rate for reexamined patents relatively high.

• Potential benefits

• Cost effective

• May be used effectively in non-litigation setting

26
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IP Litigation Trends

1

2



2024-10-21

IP Litigation Filing Trends
• Over the past decade, the num ber of IP- rela ted cases filed  in federa l d istric t courts peaked in 2015 

before decreasing stead ily from  2015 to 2017.

BAKER BOTTS
3

• Patent cases bottom ed 
out in 2019 and 2020 with 
an increase in 2021 
followed by gradua l 
decrease from  2021 to 
2023.  This year is expected 
to show an increase of last 
year.

• Tradem ark cases have 
rem ained fa irly stead 
since 2016, a t least 
com pared to patents and 
copyrights.

• Copyright cases have 
seen significant increases 
since 2020 and are 
expected to continue this 
trend as a  result of recent 
developm ents in AI.

Thom son Reuters Enterprise Centre 
Gm bH v. ROSS Intelligence Inc., No. 

1:20- cv- 00613 (D. Del.)

Most Active Patent Venues
• The top three venues for patent- based filings—E.D. Tex., D. Del., and W.D. Tex.—m ake up nearly ha lf of 

a ll such filings in the past decade, and an even la rger percentage (~53%) since 2021.

BAKER BOTTS
4

• E.D. Tex. has trad it iona lly 
been one of the busiest 
d istric ts and the pattern of 
filings la rgely tracks the 
that of filings nationwide, 
inc lud ing the drop in filings 
from  2015 to 2019.

• D. Del. filings have been 
fa irly consistent over the 
past decade with steady 
decrease since 2021.

• W.D. Tex. has shown 
significant increases in 
filing  activity since Judge 
Albright took the bench in 
2018, followed by a  
significant drop in filings 
a fter the Distric t adopted a  
“sp inning wheel” approach 
to assigning cases.

Judge Albright 
Takes the Bench

Spinning Wheel 
System  Adopted

3
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Most Active Tradem ark Venues
• Tradem ark- based filings are m ore evenly spread across d istric ts with the top three venues—N.D. Ill., 

C.D. Cal., and S.D. Fla .—m aking up over a  third  of a ll tradem ark filings in the past decade.

BAKER BOTTS
5

• C.D. Ca l. and S.D. Fla . have 
beend fa irly consiste over 
the years with fa irly 
steady, but slight declines 
since 2015.

• N.D. Ill. on the other hand 
has seen signific iant 
increases in filings since 
2015.

‒ The increases seen in N.D. Ill. 
a re likely rela ted  to the 
sing ificant increase in 
“Schedule A” com pla ints 
being  filed  there.

Most Active Copyright Venues
• Copyright- based filings are m ore evenly spread across d istric ts with the top three venues—S.D. Ca l., S.D. 

N.Y., and N.D. Ill.—m aking up over a  third  of a ll copyright filings in the past decade.

BAKER BOTTS
6

• S.D. Ca l. and S.D. N.Y. have 
seen increases in filings 
since 2020 consistent with 
what has been seen 
nationa lly.

• N.D. Ill. a lso is seeing la rger 
increases in filings than 
others in the context of 
copyright infringem ent.

‒ Aga in, the increases seen in 
N.D. Ill. a re likely rela ted  to 
the sing ificant increase in 
“Schedule A” com pla ints 
being  filed  there.

5
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“Schedule A” Litigations - Genera lly

BAKER BOTTS
7

• “Schedule A” lit iga tions are 
genera lly characterized as 
d istric t court lit iga tions that 
seek TROs aga inst la rge 
num bers of hard- to- identify 
infringers in the sam e venue.

Tem porary Restra ining  Order IP Infringem ent Defendant Identit ies Hidden

• “Schedule A” lit iga tions can 
cover a ll types of IP 
infringem ent, inc lud ing 
patent (design and utility) , 
copyright, and tradem ark 
infringem ent.

• “Schedule A” lit iga tions are 
so nam ed because 
inform ation regard ing the 
defendants’ identit ies is 
typ ica lly filed  under sea l in a  
“Schedule A” a ttached to the 
com pla int.

TRO

“Schedule A “ Litigations – N.D. Ill. v. The Internet

BAKER BOTTS
8

• The Northern Distric t of Illinois has described the prob lem  as follows:

- BRABUS Gm bH v. Ind ividuals Identified on Schedule A Hereto , No. 1:20- cv- 03720  (N.D.Ill.  Oct. 13, 2022) .

7
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“Schedule A” Litigation – The Rise of Ecom m erce

BAKER BOTTS
9

• It is therefore no surprise that the rise in popularity of “Schedule A” lit iga tions has tracked the rise in 
popularity of e- com m erce p la tform s.

- Data on file with Author - https:/ / www.oberlo.com / statistics/ us- ecom m erce- sa les (cit ing Census.gov)

“Schedule A” Litigation - Filings by District

BAKER BOTTS
10

• The Northern Distric t of Illinois is by far the m ost popular d istric t for filing  “Schedule A” com pla ints.

- Data on file with Autor.

9
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PTAB Filing Trends
• Over the period from  2015 to through Septem ber 4, 2019, the num ber of PTAB petit ions filed  each year 

has rem ained rela tively steady.

BAKER BOTTS
11

• IPR Filings were steady in 
the years lead ing up to 
2019.

• After a  drop in filings in 
2019 that tracks the 
bottom ing out of d isctric t 
court pa tent filings that 
sam e year, IPR filings have 
la rgely stab ilized a t this 
lower range with a  slight 
d ip  in 2023.

• After 2018, CBM filings
dropped below PGR filings
and have rem ained there 
ever since.

Most Active Patent Judges
• Two of the three m ost active judges—Judge Albright (W.D. Tex.)  and Judge Connolly (D. Del.)—took the 

bench in 2018, and one—Judge Albright (W.D. Tex.)—has a lready surpassed Judge Gilstrap (E.D. Tex.)  as 
the m ost active patent judge.

BAKER BOTTS
12

• Judge Albright appears to 
have lost som e traction 
a fter the Chief Judge of the 
Waco Division ordered in 
2022 that patent cases be 
assigned to judges 
random bly. 

‒ This issues rem a ins in flux 
based  on the expecta tion 
tha t Judge Yeakel will retire 
from  the Austin Division and  
Judge Alb right will seek 
reassignm ent to Austin.

• Judge Connolly a lso m ay 
have deterred certa in 
entit ies from  filing  
com pla ints with his 2022 
stand ing order requiring  
m ore fulsom e corpora te 
d isc losure sta tem ents.

Judge Albright 
Takes the Bench

Spinning Wheel 
System  Adopted

Connolly Issues 
Standing Order

11
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Most Active Patent Judges – Judge Connolly
• Judge Connolly’s (D. Del.)  stand ing order requires the d isc losure of every person or entity “with a  d irect 

or ind irect interest” in the case, a ll the way up the cha in of ownership .

BAKER BOTTS
13

- https:/ / www.ded.uscourts.gov/ sites/ ded/ files/ Stand ing%20Order%20Regard ing%20Disclosure%20Sta tem ents.pd f.

Nim itz Technologies LLC ( 11 D. Del. Suits Filed)

BAKER BOTTS
14

Nim itz Technolog ies LLC

Burley Licensing  LLC
Hau Bui (Food Truck Owner)

Nim itz’s Delaware 
AttorneysMark Hall (Software Sa lesm an)

Sanjay Pant, Managing Partner
Gautham  Bodepudi, Managing Partner

Duy Tran, Director
Brandon LaPray, Licensing Coord inator

Linh Deitz, Office Manager

Deitz Files

Pant 
ExecutesHa ll 

Com m unica tes 
Only with Deitz

On em ails with 
Nim itz’s Counsel

Did ier Patry
( IP Asset Stra teg ist)Mavexa

r

Patent
Assignm ent

35% of 
Recovery

Reversion-
a ry Right

Pa tent
Assignm ent

“Consult ing ” 
Agreem ent

90% of 
Recovery France Brevets

Mavexar 
Crea tes 
Burley
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Mellaconic IP, LLC ( 19 D. Del. Suits Filed)

BAKER BOTTS
15

Mellaconic IP, LLC
Hau Bui (Food Truck Owner)

Em pire Technology 
Devekopm ent LLC

Patent
Assignm ent

“Consult ing ” 
Agreem ent

95% of 
Recovery

Mellaconic ’s 
Delaware Attorneys

Reta ined  as 
Counsel

15%- 45% of 
Recovery

Mavexa
r

Sanjay Pant, Managing Partner
Paupool Chaudhari, ??

Linh Deitz, Office Manager 

Deitz Files

Pant 
ExecutesDeitz Files 

Certifica te of 
Form ation

On em ails with 
Mellaconic ’s 

Counsel

50% of 
Recovery

Lam plight Licensing LLC ( 6 D. Del. Suits Filed)

BAKER BOTTS
16

Lam plight Licensing  LLC

Lam plight’s Delaware 
Attorneys

15% of 
Recovery

Magnolia  Licensing  LLC
Lori LaPray

(Brandon LaPray’s Wife)

(Not Produced)

Mavexa
r

??% of 
Recovery

Reversion-
a ry Right

Pa tent
Assignm ent

Patent
Assignm ent

“Consult ing ” 
Agreem ent

??% of 
Recovery

Thom son Licensing  
SAS

Reta ined  as 
Counsel

Sally Pugal
(Manager of Medica l Office)

Sanjay Pant, Managing Partner
Gautham  Bodepudi, Managing Partner

Paupool Chaudhari, ??
Brandon LaPray, Licensing Coord inator

Linh Deitz, Office Manager

Pant 
Executes

On em ails with 
Lam plight’s 

Counsel

Deitz Files 
Certifica te of 

Form ation

Mavexa
r
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Most Active Patent Judges – Judge Connolly
• Judge Connolly’s (D. Del.)  referred a ll of the a ttorneys of record  for the p la intiffs for ethics viola tions, for 

the unauhtorized practice of law, and for crim ina l investiga tion.

BAKER BOTTS
17

- Nim itz Technolog ies LLC v. Bloom berg L.P, No. 1:22- cv- 00413, D.I. 34 a t ?? (D. Del. Nov. 27, 2023) .

Most Active Patent Firm s and Attorneys

BAKER BOTTS
18

Most Active Pla intiff Firm s by Cases
( 2022 – Sept. 4 , 2024 )

871
cases

866
cases

516 
cases

Ram ey Rabicoff Law Morris, Nichols, 
Arsht & Tunnell

Most Active Defendant Firm s by Cases
( 2022 – Sept. 4 , 2024 )

775
cases

600
cases

367 
cases

Fish & Richardson Gillam  & Sm ith Winston & Strawn

Most Active Pla intiff Attorneys by Cases
( 2022 – Sept. 4 , 2024 )

866
cases

865
cases

435 
cases

William  P. Ram ey
(Ram ey)

Isaac Rabicoff
(Rab icoff Law)

Jack B. Blum enfeld
(Morris, Nichols, 
Arsht & Tunnell)

Most Active Defendant Attorneys by Cases
( 2022 – Sept. 4 , 2024 )

582
cases

472
cases

249 
cases

Melissa R. Sm ith
(Gillam  & Sm ith)

Neil J. McNabnay
(Fish & Rich.)

Deron R. Dacus
(Dacus Law Firm )

17
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Most Active Patent Firm s and Attorneys - Ram ey
• An order to show cause was recently issued aga inst three Ram ey a ttorneys, inc lud ing Mr. Ram ey 

him self, as to why they should  not be referred to the Sta te Bar of Ca lifornia , as well as the other bars of 
which they are m em bers, for the unauthorized practice of law.

BAKER BOTTS
19

- Koji IP, LLC v. Renesas Electronics Am erica , Inc., No. 3:24- cv- 03089, D.I. 27 a t 4, 7 (Aug. 29, 2024) .

Top Districts fo Non- Practicing Entities ( NPEs)

BAKER BOTTS
20

2022 2023

• E.D. Tex. continued it ’s c lim b and is now the 
m ost popular d istric t overa ll, and for NPEs, likely 
due to the case assignm ent changes in Waco.

• W.D. Tex. Was the m ost popular overa ll and for 
NPEs, with E.D. Tex. dropp ing overa ll, likely due to 
TC Heartland ’.

- RPX – 2022 Q4 in Review (Jan. 2023) . - RPX – 2023 Q4 in Review (Jan. 2024) .
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Loper Bright Enterprises v. Ra im ondo
• On June 28, 2024, the Suprem e Court reversed the long- stand ing “Chevron deference” standard, which 

held  that a  federa l agency's adm inistra tive interpreta tion of a  sta tute should  be g iven defference.

• Ultim ately, Federa l Courts still have d iscretion to g ive as m uch weight as they wish to adm inistra tive 
rulings and can easily adopt the reasoning of adm inistra teive rulings if they wish.

BAKER BOTTS
21

ITC

PTAB

• Induced Infringem ent – The Com m ission’s read ing of “artic les that infringe” to inc lude infringem ent 
occurring  based on activit ies that occurred a fter im porta tion is likely to be cha llenged.

• Dom estic  Industry –The Com m ission’s interpreta tion of what is needed to satisfy its “dom estic  
industry” requirem ent is likely to be cha lleged  (e.g ., “sweat equity” vs. m anufacturing) .

• Contracts for Sa le – The Com m ission’s read ing of “sa le for im porta tion” to inc lude contracts for sa le 
a lso m ay be cha llenged.

• Discretionary Denia ls – Director’s m em orandum  on d isc tretionary denia ls is susceptib le to cha llenge. 

• Real Parties in Interest – Already pend ing before the Federa l Circuit is a  cha llenge to the PTAB’s 
ob liga tion (or lack thereof)  to scrutinize the accuracy of “rea l parties in interest” d isc losures.

AUSTIN  

BRUSSELS

DALLAS

DUBAI

HOUSTON

LONDON 

NEW YORK 

PALO ALTO

RIYADH

SAN FRANCISCO

SINGAPORE

WASHINGTON

bakerbotts.com

©Baker Botts L.L.P., 2024. Unauthorized  use and / or dup lica t ion of this m a teria l without exp ress and  writ ten
perm ission from  Baker Botts L.L.P. is stric t ly p rohib ited . Excerp ts and  links m ay be used , p rovided  tha t full and
clea r cred it  is g iven with appropria te and  specific  d irect ion to the orig ina l content.
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Agenda

Typical timeline and processTypical timeline and process

Discovery in district courtDiscovery in district court

Managing global IP litigationManaging global IP litigation

3

Typical Stages of U.S. Patent Litigation

Appeal

Verdict /
Judgment

Markman
Hearing

Complaint

Fact discovery:
Documents & 
Depositions

Trial

Expert 
Discovery

Dispositive Motions

Post-Trial and 
Appeal Proceedings

Pre-Suit Investigation;
Litigation Hold

Answer

2
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Geographical Boundaries

5

Litigation Timeline (2019-2024)

4

5



10/21/2024

66

Agenda

Typical timeline and processTypical timeline and process

Discovery in district courtDiscovery in district court

Managing global IP litigationManaging global IP litigation

7

Governing Rules of IP Litigation

• Federal Rules of Civil Procedure (FRCP)
– Applies to all civil proceedings in U.S. district courts
– Governs procedural aspects of litigation, e.g.,

• Service of process 
• Pleadings and motions 
• Scope of discovery and disclosures

• Local Rules/Local Patent Rules
– Court-specific rules on procedures

• Judge-Specific Rules
– Standing orders

• Federal Rules of Evidence (FRE)
– Governs admissibility of evidence at trial 

6
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Fact Discovery

• Purpose
– Uncover facts necessary for the parties to litigate the issues
– Obtain evidence for use at trial

• Broad scope
– “any nonprivileged matter that is relevant to any party’s claim or defense and 

proportional to the needs of the case” (FRCP 26(b))
• Tools of discovery

– Initial disclosures
– Document requests
– Interrogatories
– Depositions
– Requests for admission
– Subpoenas

9

Initial Disclosures

• FRCP 26(a)(1)

– Parties must, without awaiting a discovery request, provide:
• “the name and, if known, the address and telephone number of each 

individual likely to have discoverable information”

• “a copy—or a description by category and location—of all documents, 
electronically stored information, and tangible things that the 
disclosing party has in its possession, custody, or control and may 
use to support its claims or defenses”

• “a computation of each category of damages claimed by the 
disclosing party”

8
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Document Requests

• FRCP 34
– Parties must produce all discoverable documents in 

“possession, custody, or control”
– Relevant information
– Documents relating to:

• Accused product/method

• Patent prosecution

• Research & development

• Business plan & records

11

Interrogatories

• FRCP 33
– Written questions to be answered in writing under oath
– Inexpensive way to obtain information on who, when, 

where, etc. 
– Infringement information
– Rationale supporting affirmative defenses

10
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Information Typically Requested in a Patent Case

Document Requests: 
• Invention
• Prosecution
• R&D
• Prior art
• Marketing/sales
• License/agreements
• Damages

Interrogatories: 
• Date of invention
• Persons with knowledge
• Specific events
• Damages 
• Contentions

• Commit to positions
• Factual basis 

13

Requests for Admission

• FRCP 36
– Request opposing party to admit the truth of any 

discoverable matter
• Facts, application of law, opinions 
• Authenticity/genuineness of documents 

12
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Obligations for Documents: “Litigation Hold”

• U.S. courts apply a duty to preserve evidence when litigation is: 
pending, imminent, or reasonably foreseeable

– Scope described in a litigation hold memo

– Severe consequences for failure to preserve evidence

– When in doubt, do not throw it out  

– Ask questions (call attorney) if you are not sure what documents or 
data to preserve or collect

15

What is a Document?

• Papers 
– Reports, lab notebooks, desk files, correspondence, notes, records of 

original data, file folder labels, etc.

• Electronic files 
– Word, Excel, PowerPoint, PDF, etc.

• Raw data files, databases, printouts, images
• Recordings (e.g., voicemails) 
• Text messages, calendar entries, personal notes
• Emails – both electronic archives and hard-copy

14
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Document Collection & Production

• All relevant documents requested by the opponent or helpful to 
the company need to be collected:

– Reasonable search

– Hard-copy materials are scanned

– Electronic materials are copied

• Reviewed by attorneys

– Responsive, relevant, not privileged

• Produced as they are kept “in the ordinary course of business”

• Duty to supplement 

17

“But these are highly confidential company 
documents!”

• U.S. courts do not recognize “sensitivity” as a justification for not producing 
documents

• Protective order
– Protect confidentiality of information/documents produced to the opponent
– Control how confidential information is used

• Who has access
– Outside counsel, experts
– In-house counsel? Employee witness? 

• Presentation in court filings or at trial
• Disposition after conclusion of the case

• Enforced through the courts – violation of protective order may result in serious 
consequences

16
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Exception to Production Obligations

Right to withhold certain information or documents during litigation 
– FRCP 26(b)(1) 

• Attorney-Client Privilege: 
Confidential communications between attorney & client for legal 

services

• Work Product Immunity: 
Confidential information prepared in anticipation of litigation

19

Protection of Privileged Communications

• Withheld from production or redacted

18
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Preserving Legal Privileges and Immunities

• Waiver of privilege 

– Privilege may be lost if document is distributed beyond 
those who “need to know” 

• Protection may not extend to legal issues discussed 
without attorney

• Ordinary business matter may not be protected, even if 
attorney is copied

21

Example – Protected

Attorney

Limited distribution

Request for legal advice

20
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But Don’t Do This!

Wide distribution

“Outsider?”

23

Depositions

• Sworn testimony recorded by a court reporter (often video-taped)

• Formal procedure but no judge present

• Deponents
• Individual 

• Fact witness 

• Personal knowledge

• Corporate Representative (30(b)(6))

• Corporation designates witness

• Binding on corporation

22
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Who Will Be There?

• Witness

• Attorney Defending Witness

• Interrogating Attorney(s)

• Court Reporter

• Videographer

• Interpreters

• 7 hours (typically) under oath

25

Expert Discovery

• Purpose
– Develop expert testimony for use at trial 
– Allow parties to assess strengths and weaknesses of their positions

• Expert qualifications
– “must at least have ordinary skill in the art”
– Definition of “a person of ordinary skill in the art” should align with the expert’s 

qualifications

• Tools of expert discovery
– Expert reports 
– Expert depositions 
– Document production

24
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Experts

• Credibility is key
– Identify experts with relevant expertise

– Preparation – make sure the expert understands the legal process and is 
comfortable with providing testimony

– It is “a process” before, during, and after expert discovery

• Consider attack on opposing expert’s credibility
– Identify areas of insufficient expertise 

– Confront expert with contradictory testimony and publications

2727

Agenda

Typical timeline and processTypical timeline and process

Discovery in district courtDiscovery in district court

Managing global IP litigationManaging global IP litigation

26
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Managing Global Litigation

• Parties increasingly compete in the global marketplace

• Disputes likely in numerous jurisdictions with different laws 
and procedures 
‒ e.g., U.S., Europe/UPC, Japan 

• Requires careful coordination between counsel

29

Managing Global Litigation: Considerations

• Most important market?
– That litigation team should usually run point

– Often U.S.: credibility is important in U.S. 

– Arguments and evidence in foreign cases discoverable in the U.S. case

• Conflicting positions?
– Remuneration

– Differences in law/procedure

– Characterization of prior art or your own patents

28
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Yoonhee Kim is a partner in our DC office

Yoonhee focuses on complex IP litigation before 
U.S. district courts and patent prosecution/client 
counseling in the chemical and pharmaceutical 
areas. Yoonhee has significant experience using 
his Korean and Japanese language skills in 
district court litigation.

Contact Yoonhee:

+1 202 408 4204

yoonhee.kim@finnegan.com

Your Presenter

3131

Questions?

30
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Our Disclaimer

These materials have been prepared solely for educational and informational purposes to contribute to the 

understanding of U.S. intellectual property law. These materials do not constitute legal advice and are not 

intended to suggest or establish any form of attorney-client relationship with the authors or Finnegan, Henderson, 

Farabow, Garrett & Dunner, LLP (including Finnegan Europe LLP, and Fei Han Foreign Legal Affairs Law Firm) 

(“Finnegan”). Rather, these materials reflect only the personal opinions of the authors, and those views are not 

necessarily appropriate for every situation they refer to or describe. These materials do not reflect the opinions or 

views of any of the authors’ clients or law firms (including Finnegan) or the opinions or views of any other 

individual. Specifically, neither Finnegan nor the authors may be bound either philosophically or as 

representatives of their various present and future clients to the opinions expressed in these materials. While 

every attempt was made to ensure that these materials are accurate, errors or omissions may be contained 

therein, for which any liability is disclaimed. All references in this disclaimer to “authors” refer to Finnegan 

(including Finnegan personnel) and any other authors, presenters, or law firms contributing to these materials.
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Administrative Patent Judge, 
IPTAB of Korea

Kwang-pyo Ra

SESSION III

Intellectual Property Trial and Appeal Board
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Ⅰ
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Policy Planning Team

Formality Examination/
Oral Proceedings Team

Research & Trial Quality 
Assurance Team

President of the IPTAB

Trial Policy Division Litigation Division

Boards

Group 1 Board 2 Group 3 Group 4 Group 5 Group 6 Group 7 Group 8 Group 8 Group 10

Trademark Mechanics Chemistry Electronics Convergence 
Technology

Design & 
Trademark

v Boards (101 administrative judges) : Chief presiding judges (8), presiding judges (39), judges (54)

- review trial and appeal cases over patent, utility model, trademark and design rights

- Investigate and conduct research on trial/appeal and litigation proceedings

v Trial Policy Division (28 employees) : Policy planning, revision on legal system, formality examination, 

support oral proceedings, research on quality improvements, etc. 

v Litigation Division (13 employees) : Defends ex parte decisions by IPTAB, research on litigations, etc. 

Qualifications for Administrative JudgesQualifications for Administrative Judges

Qualifications for Presiding Administrative JudgesQualifications for Presiding Administrative Judges

• A government officials of level 4 or higher who completed Administrative Judge training and 

who has more than 2 years of experience as an examiner (more than 2 years of experience 

in examination, trial and appeal practice, or as a technical advisor combined)

• A government officials of level 4 or higher who has a patent attorney license

• Government officials of level 4 or higher who have served as Admistrative Judge for more 
than 2 years (more than 2 years of experience as judge, technical advisor, court investigator, 
or prosecution investigator combined)

• A person who is eligible for Administrative Judge with 3 or more years of examination or 
trial/appeal experience at KIPO or its affiliated body

• (open position) A person who has 2 or more years of experience in the relevant field after 
obtaining an attorney or patent attorney license, a person who has 7 or more years of 
experience as a government official and researcher in private sector combined, and at least 2 
of which in the relevant field. 

5
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Ex Parte

Appeal against a Decision to 
Reject Application

If a patent examiner rejects a 
patent application, the applicant 
can seek review of the rejection by 
the Board

Trial for Correction

A patentee can file a petition to 
correct his/her patented invention 
after the registration of such rights

Anyone may challenge the validity of a 
registered patent or utility model, within 
6 months of publication of the grant of 
the right on the grounds of prior arts.

Inter Partes

Trial for Invalidation

An interested party can file a 
petition for a trial to invalidate a 
granted rights based on statutory 
invalidation grounds 

Trial to Confirm the Scope of Rights

A patentee, exclusive licensee, or 
interested party may file a petition 
for a trial to have the scope of 
protection of the patented invention 
confirmed by the Board

Patent Opposition

Structure of the Courts & Tribunal System

Trial & Appeal / Litigation

§ The patent court has exclusive jurisdiction over appeals in infringement lawsuit involving 5 IP rights, including 

patent rights, which are under the jurisdiction of 23 high courts and district courts across the country (2016)

- Discussions are being made to consolidate jurisdictions over ① other IP litigations, ② civil cases on

preliminary injunctions, and ③ criminal cases, such as trade secrets, unfair competitions, etc. (Organized a

Specialized Expert Committee under the Presidential Council on Intellectual Property)

Examination Phase (KIPO)
Decides the possibility of registration

Trial & Appeal Phase (IPTAB)
Decides the emergence & extinction and the scope of rights

Litigation Phase (Courts)
Decides appeals against IPTAB decision and 
infringement of IP rights

Appeal 
(civil case on 
the merits)

Appeal

IPTAB

Filing Examination rejection

registration

Emergence of 
patent, etc. 

rights

Appeal Appeal against 
examiners’ decision to 

reject application

Trial for invalidation
Trial to confirm the scope of 

rights Patent Opposition

Hearing

Oral 
hearings, 

case briefing 
sessions, 
evidence 

examination, 
etc. 

Decision

Revoke and remand

denied

Accepted/
denied

Appeal AppealPatent 
Court

District 
Courts

Supreme 
Court

Appeal(criminal case) 
Appeal(Unfair 
competition 

prevention act)
Appeal against 

preliminary injunction

High 
Court

※ 6 District Courts (Seoul Central Daejeon, 
Daegu, Busan, Gwangju, Suwon)

→ Consolidate jurisdictions to Patent Court

Civil & Criminal case on infringement 
(petition for injunction, claim for damages, etc.)

7

8



2024-10-21

5

Ⅱ

by IP rightsby IP rights by domestic vs. foreign petitions by domestic vs. foreign petitions 

Unit: case

Domestic requests Foreign requestsEx parte Inter partes Opposition Total

175 155 160 151 187

3,252

2,446 2,543

1,877
2,035

862 794 876
699

1,131

4,114

3,240
3,419

2,576

3,166

2019 2020 2021 2022 2023

2,709

2,166
2,359

1,684

2,212

1,405

1,074 1,063
892 954

2019 2020 2021 2022 2023

9
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Cases filed / disposedCases filed / disposed

Unit : Case

1,685 

1,004 

77 
287 210 

107 

2,236 

1,177 

64 
230 

666 

99 

Total
Appeal 
against 

Rejection
Correction Invalidation Scope of rights Opposition

Filied

Disposed

Rate of Decisions RevokedRate of Decisions Revoked Rate of RevocationRate of Revocation

Unit: case

Ex parte Inter Partes Total

5.03 5.84 6.43 6.82 7.88 

24.19 

30.30 

38.29 

31.70 
33.86 

9.45 
12.88 

15.86 14.70 
16.41 

2019 2020 2021 2022 2023

Ex parte Inter Partes Total

18.54 
16.33 

14.71 15.60 
16.98 

26.01 

29.46 29.96 

24.79 25.00 

23.49 
24.69 25.23 

21.87 22.49 

2019 2020 2021 2022 2023

11
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Trend of Pendency time & Oral hearingTrend of Pendency time & Oral hearing

Ex parte Inter partes Total Oral haering

11.4
8.8

7.1 6.5 6.6

220
271

399

517

456

0

100

200

300

400

500

600

0.0

5.0

10.0

15.0

20.0

25.0

30.0

35.0

2019 2020 2021 2022 2023

Unit: month, case

350
341

150(44.0%)

Unit: case

Appeal against rejection Invalidation

48.5

24.8

Unit: %

Cases filed Cases disposed Cases accepted

Appeal rate before the Patent Court
(Rate of Revocation Actions)

Rate of IPTAB decisions revoked by court

1,722 1,692

465(27.5%)

7.4

14.3

Scope of rights

781

366
218(59.6%)

19.6

25.3

13
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Ⅲ

§ [advantages]

§ [benefits] Identify points at issue and make more accurate understandings of the genuine intentions of the 
parties with oral testimony, which allows early dispute resolution.
※ Patent Court’s affirmance rate in IPTAB decisions in 2023 is 80.2% for cases in which oral hearings were held, higher than 72.5%

for cases in which oral hearings were not held.
※ High customer satisfaction scores from the parties (patent attorneys) in oral hearings, 93.26 in the first and 93.84 in the second half of 2023.

[IPTAB hearing room where oral hearings are conducted ]

Expand and Improve Oral Proceedings

Oral arguments made by the parties

Sufficient opportunities to state their opinions

Questions being asked by the panel

Ensure prompt dispute resolution 
with points at issue identified at an early stage 

Increase parties’ acceptance of IPTAB decision

Allow panels to have better understandings of the case

Improve trial quality by expanding and improving oral hearings

Advantages and benefits of oral hearings

[Video oral hearings]

15
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Relocated the IPTAB to separate premises from the KIPO office to ensure fairness and independence 
of the IPTAB proceedings.
※ KIPO Office : Government Complex Daejeon Headquarter, IPTAB Office: Annex Building

AfterBefore

11Grand Hearing Room

43Hearing Room

21Video Hearing Room (Seoul Office)

32Case Briefing Room (Interview Room)

1-Conference Room (w/ VICO equipment)

Expanded  its infrastructure with relocation

Relocation of the IPTAB to Separate Premises

17
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Under the current law, there is no opportunity to hear ‘public opinions’ from the third 
parties during the IPTAB proceedings, such as public institutions, who are other than 
parties concerned or interested party

Revisions in progress to be made to allow the presiding administrative judges to request 
public institutions, government or local government agencies to provide written opinions 
on trial/appeal case when deemed necessary for hearing the case. 

① Technical advisors provide advisory 
opinions on technical issues

Before
① Hear opinions from technical advisors 

regarding technical issues
② Refer to amicus curiae brief regarding 

its impact on the industry, legal issues 
in disputes, etc. 

After (March 2024 ~)

Amicus Curiae

More Exclusive Boards for cases involving national critical technologies (2 → 4 Exclusive Boards)

Expand Exclusive Boards on Emerging & Advanced Technologies

① Exclusive Board for 
Semiconductor

② Exclusive Board for Mobility

Before (‘23.10.~)

① Semiconductor, ② Mobility,
③ Secondary battery
④ Next generation communication 

technologies

After (’24)

Exclusive Board consists of highly experienced administrative judges who have academic 
background in specific field and extensive years of experience in examination and trial/appeal. 
They exclusively hear and review cases involving emerging and advanced technologies.

Exclusive Board

Exclusive Board for 
Secondary Battery

Standing Board

Chemistry Board 1 Chemistry Board 2

19
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Enhance work efficiency and user experience in IPTAB proceedings by introducing new IT technologies 
to achieve automatization and intelligence of IPTAB IT system

Overview of the AI-powered IPTAB IT System

Trial & Appeal
Environment

Advanced 
IT technology

Automatic IPTAB formality examination and search for IPTAB/Court decisions with AI technology

3-Year Plan for Developing AI-powered IPTAB IT System

1st phase (23)
More convenient 
e-filing system

2nd phase (24)
AI-powered 
automatic 

formality check

3rd phase 
(23~25) 
Enhance 

AI-powered trial 
support system

21
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There existed an inconvenience for parties who had to continuously check the trial 
status and results because it was not available to know the exact date in advance 
in which the IPTAB decision will be made.

When notifying the case to be closed, IPTAB will also notify the date when the 
trial/appeal decision is approximately to be made (expected date of decision), and 
arrange the proceedings accordingly so that the decision can be rendered as 
scheduled.

The hearing for the above case was concluded on 20  .  .  . and therefore, hereby shall be 
notified in accordance with the provisions of Article 162(3) of the Patent Act.

1. The hearing for the above case was concluded on 20  .  .  .
2. Please note that the trial/appeal decision for the above case is expected to be rendered on 

20  .  .  . If the scheduled date for the trial/appeal decision is to be changed, the ‘Notification 
for Changes in Date of Trial/Appeal Decision’ will be served accordingly. 

Before

After

Launched in 1 July, 2023, and expected to be applied immediately to cases whose 
date of decision is expected to be after the effective date.

Advance Notice of Date of IPTAB Decision (July, 2023)

314 314 306 294 271812 694 576 590 489

11,732 

7,672 
6,866 

5,693 6,151 

2019 2020 2021 2022 2023

신속심판 우선심판 일반심판RegularAcceleratedPrioritized

Modifications made to Fast-track program regarding cases requiring urgent review

Similar cases will be combined and removed to improve convenience

Cases considered relatively less urgent will no longer be handled under the fast-track

→ This is to prevent excessive delays in regular-track proceedings
* (Before) 26 types (11 for prioritized, 15 for accelerated) → (After) 19 types (2 for prioritized, 17 for accelerated)

Revisions made in IPTAB Fast-track Proceedings (July, 2023)

23
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Thank You
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DR & AJU LLC

Shin Jeong Lee 
Hyun Chul Noh

SESSION III

IP-related Litigation in Korea &
Approaches for Cross-border
E-discovery involving Korean companies
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DAERYOOK & AJU LLC
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1 IP-related Litigation in Korea

Profile | Shinjeong LEE

Shinjeong LEE | Partner
T. 02-3016-5304
F. 02-3016-5201
E. lsj@draju.com

Ms. Shinjeong LEE is a partner at IP team of DR & AJU
LLC.

Her practice is primarily focused on Intellectual Property,
Corporate, General Civil Disputes, Healthcare &
Environment, and International Arbitration/Litigation.

Ms. Lee is experienced in the intellectual property sector
with her 16 years as an attorney.

4
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I. Two types of IP-related Litigation

1. Suits against 
administrative 
decisions rendered by 
IPTAB

2. Civil actions relating to 
IP rights

• Civil actions relating to 
patent, design, and 
trademark rights 

• Civil actions based on the 
Copyright Act and the 
Unfair Competition 
Prevention and Trade 
Secret Protection Act 

IP-related Litigation in Korea

<Source : https://patent.scourt.go.kr/main/new/Main.work>

6

II. Characteristics of Litigation Procedure at Patent Court

§ Technical Examination in Patent Court
: Judicial technical examiners, Judicial research officers, and Technical advisors

§ Evidence Collection System in Patent Infringement Lawsuit
: Document submission order system under the Civil Procedure Act
Materials submission order system under the Patent Act
Obligation to present specific modes of conduct under the same Act

§ Electronic Case Filing System & Video Trials

IP-related Litigation in Korea

5
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III. International IP disputes taking place in Korea

§ International Divisions
§ Plan for the  Asian Union Intellectual Property Court (AUIPC) 

IP-related Litigation in Korea

<Source: https://patent.scourt.go.kr/main/new/Main.work>

2
Approaches for Cross-border 
E-discovery involving Korean companies

7
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Profile | Hyunchul NOH

Hyunchul NOH | Partner
T. 02-3016-8730
F. 02-3016-5201
E. hcnoh@draju.com

Mr. Hyunchul Noh is a partner at International Practice
Team of DR & AJU LLC.

His practice is primarily focused on International
Arbitration/Litigation, Intellectual Property, International
Transaction, and Environmental, Social and Governance
(ESG).

Mr. Noh is very actively engaged in various cross-border
litigation and government investigation support work for
domestic companies in assisting with the complex
document review and discovery process.

9

§ There has been an increase in trade secret misappropriation or patent infringement 
litigation in the U.S. between competing Korean companies.

§ Why in the U.S.?
§ The Importance of the U.S. Market
§ Substantial Amount of Damages
§ Discovery Procedure

Approaches for Cross-border
E-discovery involving Korean companies

10

I. Background

9
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Approaches for Cross-border
E-discovery involving Korean companies

11

I. Background

<Source: 2023 IP Trend  - Korean Intellectual Property Office>

’23’22’21’20’19Category

73
(68.2%)

75
(72.8%)

107
(79.9%)

85
(87.6%)

66
(60.6%)Large Enterprises

441326Filing a lawsuit

6971948360Being sued

34
(31.8%)

28
(27.2%)

27
(20.1%)

11
(11.3%)

43
(39.4%)SMEs

191314336Filing a lawsuit

15151387Being sued

0
(0.0%)

0
(0.0%)

0
(0.0%)

1
(1.0%)

0
(0.0%)Univ., RI, Individuals

-----Filing a lawsuit

---1-Being sued

10710313497109Total

q Patent infringement cases in the U.S. between Korean and foreign companies by company size. 
(Unit: Cases)

§ Extra caution must be exercised if the Korean company does not have in-house 
counsel.

§ Timing and Scope of Litigation Hold

§ Document Retention Policy

12

II. Litigation Hold

Approaches for Cross-border
E-discovery involving Korean companies

11
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§ It is advisable to consider collecting data from key custodians’ desktop or laptop 
computers, and data from servers (e.g. email servers, internal documents servers).

§ Internal Reports: Hot documents are typically found in internal reports.

§ Confidentiality, Privilege : Korean Legal Counsel or Patent Agent’s Advice

13

III. Collection and Review

Approaches for Cross-border
E-discovery involving Korean companies

§ National Core Technologies
§ 13  technical fields (semiconductors, displays, electrical electronics, 

automobiles & railroads, steel, shipbuilding, nuclear power, information and 
communication, space, biotechnology, machinery, robotics and hydrogen), a 
total of 76 technologies. 

§ Production of documents containing any of these technologies and/or 
transferring such documents to overseas servers for hosting and review could 
be considered as an export of National Core Technology under the Industrial 
Technology Protection Act. 

§ Approval from or prior notification to the MOTIE may be required (Article 11 of 
Industrial Technology Protection Act).

14

IV. Production

Approaches for Cross-border
E-discovery involving Korean companies

13
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§ Due to the differences between the judicial systems of Korea and the U.S., as well 
as the unique features of Korean corporate culture, it is essential to manage the 
entire discovery process carefully.

§ Especially, SMEs in Korea face the following challenges: 
§ Difficulties in communication;
§ Lack of a legal team or in-house counsel; and 
§ Limited experience with disputes in the U.S.

§ It is advisable to consider the appointment of discovery counsel in Korea.

15

V. Conclusion

Approaches for Cross-border
E-discovery involving Korean companies

Thank You.

15
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Director at the KOIPA 
U.S. Capital IP Center

Yong Ha Kim

CLOSING SESSION

IP Protection for Companies 
Conducting Business in the US

Yong Ha Kim, Director / Managing Attorney at the U.S. Capital IP Center

2024 Korea-US IP Forum
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Ten wide-area IP 
Centers are operational 
in 8 countries, covering 

32 countries 
worldwide.

7927 Jones Branch Dr. Suite 3175, Mclean, VA

3
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U.S. Capital IP Center Services
1) Assistance with Intellectual Property Rights

- Providing assistance by phone, e-mail, drop-in or local visitation for concerns 
regarding acquisition and protection of U.S. IP rights 

- Providing initial response guidelines for businesses that have been sued or 
received a court summons in the U.S

2) Information Services
- Providing information related to IP laws and holding seminars/instructional 

sessions concerning IP rights 
- Collecting up-to-date information regarding current U.S. IP litigation trends to 

help prevent and avoid potential conflicts (Monthly Newsletters)
- Monitoring of national and international industries and related patent activity to 

identify and predict potentially problematic patents, and to provide early 
warnings for potential conflicts

- Creating a database of U.S. attorneys to be utilized by small businesses that 
may lack access to such information

U.S. Capital IP Center Services
3) Subsidizing application fees and costs

- Eligibility Requirements: 
1) An individual, small or medium-sized company registered as a business in 

South Korea and 
2) Operating or planning to operate a business in the United States

- Subsidies for Patent and Trademark Applications
1) Utility Patent – up to $2,500/application
2) Design Patent  - up to $1,500/application
3) Trademark – up to $700/application
4) Small & Mid-sized company: 50% of attorney fees (up to total $5,000, 

maximum of 10 cases per year per company)

5
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U.S. Capital IP Center Services
3) Subsidizing application fees and costs

- Subsidies for Legal Opinion Letters
1) Preventing the risk of IP-related disputes arising from overseas exports: 

ü Conducting patent infringement analysis (FTO)
ü Reviewing non-disclosure agreements (NDA)

2) Responding to legal disputes related to Intellectual Property (pre-litigation)
3) Subsidies - Small company: 70% of attorney fees, Mid-sized company: 

50% of attorney fees (up to $10,000 each case, maximum of 2 cases per 
year per company)

U.S. Capital IP Center Services
1) Assistance with Intellectual Property Rights

7
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U.S. Capital IP Center Services
1) Assistance with Intellectual Property Rights

U.S. Capital IP Center Services
2) Information Services

9
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U.S. Capital IP Center Services
2) Information Services

U.S. Capital IP Center Services
2) Information Services

11
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U.S. Capital IP Center Services
2) Information Services

U.S. Capital IP Center Services
2) Information Services

13
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U.S. Capital IP Center Services
3) Subsidizing Patent and Trademark Applications and Legal 
Opinion Letter Drafting

U.S. Capital IP Center Contact

• Managing Attorney: Yong Ha Kim 

(yhkim@koipa.re.kr)

• Senior Legal Counsel: Sung Hye Oh 

(so2488@koipa.re.kr)

• Office in Tysons: 7927 Jones Branch Dr. 

Suite 3175, Mclean, VA 22102

• E-mail: Washington.koipa@gmail.com

• YouTube Channel: 

www.youtube.com/@KOIPADCIPCENTER

• Facebook Page: 

https://www.facebook.com/koipawashingto

n
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Thank you!

© 2024 KOIPA All rights reserved
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1-1. PCT Application Trend

§ The number of published PCT applications has more than doubled 
in the last 20 years, rising from nearly 110,000 in 2003 to about 
266,500 in 2023

Trend in published PCT applications, 2003-2023 

110K

267K

1-2. PCT Applications by Country of Origin (2023)

3

§ Among IP5 origins, Korea recorded the sharpest increase in PCT applications 
in 2023. 

PCT applications for the top 20 origins, 2023

2
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1-3. PCT Applications by Country of Origin (2023)

4

§ PCT applications are highly concentrated in just a few origins.

Distribution of PCT applications by region and origin, 2023 

1-4. Major PCT Applicants (2003-2023)

5

Top 25 PCT applicants by technology sector, 2003-2023
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KIPO’s Staff (2021)

6

2-1. PCT Service at KIPO

Ph.D., Patent lawyer, 
Professional Engineer, 
Attorney-at-Law, etc.

PCT Related Divisions

7

2-2. PCT Service at KIPO

• KIPO regards the examination quality as the most important goal.

6
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• KIPO cites literatures from various languages when establishing ISRs.

- Korean, English, Japanese, …

2-3. PCT Service at KIPO

9

PCT related fees

Preliminary Examination Fee
[ Estimated USD* | Fee ]Search Fee (USD)*Competent ISA 

for US applicants

$640 | USD 640  $2,180USPTO

$1,999 | EUR 1,840$1,875EPO

$622 | SGD 830$1,664IPOS (Singapore)

$395 | AUD 590$1,523IP Australia

$514  | JPY 69,000$1,167JPO

$442  | ILS 1,637$1,075ILPO (Israel)

$375 | KRW 450,000$924KIPO

Source : WIPO PCT Fee Tables, Sep 2024
* According to current exchange rates 

2-4. PCT Service at KIPO

8
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Countries that can select KIPO as an ISA
Philippines (2002), Vietnam (2002), Indonesia (2003), Mongolia (2004), Singapore (2004), 

New Zealand, USA (2005), Malaysia (2006), Australia (2009), Sri Lanka (2009) ,

Thailand (2009), Chile (2010), Peru (2012), Saudi Arabia (2015), Mexico (2016), 

Colombia (2017), UAE (2018), Brunei (2019), Cambodia (2020), Laos (2020)

10

KIPO as ISA

2-5. PCT Service at KIPO

2-6. PCT Help-desk in the US

11

• Since 2009, The PCT Korea Center has been operating under KIPO for 
its US applicants.

è First and only foreign ISA to have a help-desk in the US.

• PCT Korea Center’s PCT Help Desk provides real-time assistance 
with the PCT process and inquires regarding PCT procedures with 
KIPO as an ISA/IPEA.

• PCT Korea Center (IP Korea Center)

• Website: www.pctkorea.com

• Email: pctkorea@pctkorea.com

• Tel: 703-388-1066

• Fax: 703-388-1084

• 8500 Leesburg Pike Suite 410
Vienna, VA 22182
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Thank You !
PCT Korea HELP-DESK
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